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CHAPTER ONE

COUNTERFEITING IN KENYA:
ENHANCING THE LEGAL AND INSTITUTIONAL REGIME

1. Proposal for research

1.1.Introduction and background to the problem

It has been statédhat over the last decade, counterfeiting andcpites been growing at a fast

pace, and is estimated reach a global value oftrillibn dollars by 2015. This shows that

counterfeiting is a big problem globally. The majosers to counterfeiters and innovators and
brand owners. Efforts should therefore be madensure that trade in counterfeit goods and

technologies is curtailed.

Intellectual Property Rights (IPRs) have traditibndeen more inclined towards protecting
innovation and rewarding innovative activityntellectual Property (IP) has come to the fore in
international trade, regional trade arrangemendsimfiormulation of domestic legal instruments
and policies. As a result of the central role tRaplays in development, it is imperative to ensure

that these rights are harnessed.

IP has increasingly become part of the policy aegal tools that Kenya may utilize to ensure
that products imported into the country or produbgdur industry are of the set standards and

quality. This then contributes to innovation, teslogy transfer and developmeht.

It has been posited that a properly functioningd&me ought to do two things: firstly, it ought
to be able to recognize, reward, promote and prateativity through incentives and secondly;

it ought to provide legal mechanisms for enforcenagrd vindication of protected rights in cases

! The World Trademark Review, Anticounterfeiting 201A Global Guide.
<http://www.worldtrademarkreview.com/IntelligenceftCounterfeiting/2014> [26 October 2014].

2 p Kameri-Mbote ‘Intellectual Property ProtectionAfrica: An Assessment of the Status of Laws, Resteand
Policy Analysis on the Intellectual Property Rigimdenya’ (2005-2)nternational Environmental Law Research
Centre Working Papet.

3B Sihanya ‘Intellectual property quality assurameel 1SO in Kenyan universities’ (2008) Voll4w Society of
Kenya JournaB5.



where they are infringetiAs our laws are reformed to keep up with the chapgmes, these

are some of the issues that ought to be kept inl.min

IPRs are primarily intended to benefit the innova#s a result of protection, innovative activity
gathers momentum and the whole community, partiyuthe end users, reap benefits. IPRs
ought therefore to be protected because they drentypa private good, but a public good too. It
is in the public interest to protect IPRs becaus®vators pay taxes and hence contribute to
Kenya’s development. IP has the capacity to creatalth for Kenyan innovators, and in so

doing, uplift the economy generally. Counterfeltsrefore tend to negate this.

However, much as the foregoing should be appretiateis self evident that some of the
innovations that are sought to be protected fromntaxfeiting are foreign owned. This is
especially the case with regards to pharmaceuaicdlitechnological goods. It has been argued
that the IP system is one of the impediments tiaband technological progress in developing
countries such as Kenya. Therefore, as we fighhtesteiting, we would, in some way, be
fighting on the side of the multinational companthat manufacture and own rights to these

products.

The argument that is sometimes advafidedfurther the foregoing position is that a grogin
economy needs less stringent application of the tlavlight counterfeiting, so as to acquire
otherwise inaccessible goods, technologies andcesivThis may sound good at first glance, but
it is not necessarily a trend that would augur Viellthe country in the long run, for various
reasons. Kenya is a signatory to various internatidnstruments that require it to enact
legislation to protect and enforce IPRs. One ofrtfaén ways of this protection and enforcement
of these laws is through prevention of counterigitilt is therefore necessary for the country to
honour these bilateral, multilateral and internadiloobligations with regards to protection of
IPRs. Protection of IPRs without discrimination Iwilirture a culture of respect for Intellectual
Property and hence spur innovation.

4 .

Ibid.
® P Kameri-Mbote ‘Patents & Development’ in Yash ¥t al. (edshaw and Development in the Third World
(University of Nairobi 1994) 412.
® B Sihanya “Combating Counterfeit Trade in KenyaM Wekesa & B Sihanya (eds)tellectual Property Rights
in Kenya207.



Kenya has taken steps to ensure that IPRs arectedtdor the benefit of investors and
innovators, as well as to accord with obligatiomsler bilateral, multilateral & international
agreements. The mechanism through which this iglgoto be achieved is majorly the

enactment of legislation.

The enactments that are central to protection,reafoent and policing of IPRs are the Industrial
Property Act, Copyright Act® Standards Act, Competition Act® Trade Description Act:
Trade Marks Act? Disputes Convention Attand the Anti-Counterfeit A¢t

Of the enactments listed, the principal ones that @entral to this paper are these three:
Copyright Act, Trade Marks Act and Anti-Counterfdict because they deal centrally with

counterfeiting.

Apart from these, there are several internatiorggties, which provide the minimum standards
for IP regulation and protectibh, as well as for IP rights enforcem&nturther, the United

Nations, through the World Trade Organization (mexfter called the WTO) has established a
specialized agency for the promotion of intellettppoperty and encouragement of creative

activity.’

The fact that there is an extensive legal frameworkhe protection of IPRs appears not to have

been effective in preventing the entry of couniégpeoducts and technologies into the market.

" Industrial Property Act Cap 509.

8 Copyright Act no. 12 of 2001.

® Standards Act Cap 496. This Act, insofar as iksee promote the standardization of commoditiegeievant
here, though it is not part of the mainstream |&Rs!.

10 Competition Act Cap 504.

" Trade Description Act Cap 505.

2 Trade Marks Act Cap 506.

13 Disputes Convention Act Cap 522.

4 Anti-Counterfeit Act no. 13 of 2008.

!> The most notable one is the Trade Related Aspédigellectual Property Rights (TRIPS).

® For example, the Anti-Counterfeit Trade AgreeméACTA) which seeks to achieve the following: (i)
international cooperation between enforcement aitith® in

intellectual property enforcement; (ii) the adoptif best enforcement practices by parties; and

(iii) establishing an enhanced legal frameworkm®ellectual property rights enforcement.

' WIPO was established in 1967 to "to encouragetioreactivity, to promote the protection of inteitaal property
throughout the world."



Neither has it prevented locally made counterfeidpcts from being passed off as the genuine
goods. This could be a failure of law enforceneend policing, or deficient legal provisions or a
mixture of both. In this paper, it is intended &s@ss the legal regime under the principal legal
enactments that deal with IP, and how they may bdammore effective in the fight against

counterfeits.

Much as it may not be mainstream IP legislation, $tandards Act is quite important, and could
play a role in preventing counterfeits from acaegdhe market. For this reason, it too merits

investigation to see if it can be reinforced tottags the mainstream IP statutes.

In some instances, innovators may lack the regursisources to address infringement of their
IPRs. An innovator whose IPRs are threatened wifhingement may move to court for

injunctive relief. If the IPRs have been infringed may file a suit for damages as well as
permanent injunction. This involves litigation, whimay be expensive and therefore out of
reach for the innovator. It is therefore incumbepbn the state to enact legislation to govern
IPRs and aspects of its infringement to provideciiminal sanctions® Where these have been

enacted, they should be periodically be reviewethabthey do not fall out of consonance with

the prevailing social circumstances.

Counterfeit trade is the production and sale ofdpots, goods and services that are similar or
substantially identical to protected ones withda authorization of the owner or licencee of the
IPRs!® This trade happens mostly through the piratingcapying of the trade mark of the
genuine product, or the general presentation oremgk thereof or both; or with reference to
copyrighted goods, the making of copies in violatiof the rights of the copyright holder.
Counterfeiting violates trademarks, copyrights aelkted rights, industrial designs as well as

geographical indications.

88 Sihanya ‘Digital Copyright in Kenyg2012) 8 Law Society of Kenya Journal 147.

9 B Sihanya ‘Intellectual Property Confronts Coufe#ing in Africa: Protecting innovators and Consensiin
Cybersociety’ in Professor Thomas Wilhemssson .eteals)‘Consumer Law in the Information SocietyKluwer
Law International London 2001) 329-364.



The main aim of the counterfeiters is to mislead tonsumers that the product they are
purchasing is genuine, and is manufactured by ldrtspthe owner of the IPRs. The effect of the

foregoing is that the genuine IPRs holder is shamged, and needs a mechanism to protect
his/her rights. Enforcement of IPRs is therefornportant because it is the way the innovator

realizes the advantages that attach to his innmvAti

Counterfeiters replicate branded items, which th&gs off as genuine ones. In so doing, they are
riding on the goodwill and name recognition of tirand they are imitating. In many instances,
especially with regards to technological goods, linend will have been developed through
extensive research and development, and the inowail hope to get a return on his
investment. With regards to trademarks, what thentafeiter is riding on is the goodwill.
Secondly, because there is no research and devefdpiinat has gone into the counterfeit
product, this will damage the reputation of thelgea product, which will lead to devaluation of
the brand. In the case of trademarks, the courttgnfeduct will not be of as good a quality as

the genuine one, which will erode the reputatiotheftrademark.

In Kenya, apart from the institutions set up unither law, such as the Anti-Counterfeit Agency
(the ACA), industry lobbies such as the Kenya Agsgamn of Manufacturers (KAM) usually
take steps to sensitize the public on counterféite Communications Authority (formerly the
Communications Commission of Kenya, the CCK) alae & mandate carry out this task. This
mandate is derived from Part VIII of the Kenya imh@tion & Communications Act (KICA3*
This law deals specifically with communication qmuent. It provides that all such equipment
shall be submitted to the commissibfor type — approval. The commission therefore ddsity

to inform the public what to look out for so as tvoid purchasing counterfeit

telecommunication equipment. This information isitble at their website.

*%1pid 132.

% The Kenya Information & Communications Act, Capg Al
22 |bid section 51(3)a.

2 http://www.cck.co.ke.



There are other institutions on the lookout for meufeit products too. In the Pharmaceutical
sector, the Pharmacy and Poisons B&drds the role of regulating the manufacture of srargd

poisons. It implements regulatory measures to aehgafety for drugs and medical devices,
whether they are locally manufactured or import&d the country. Their mandate is to protect
the consumet In undertaking their consumer protection roleythasure that counterfeit drugs

and medical devises do not circulate in the couritiys there are benefits to the IPRs owners.

The Kenya Copyright Board (KECOB®)is another institution that has a wide mandatesund
the Copyright Act to ensure that the objectiveshef Act are achieved. For the purposes of this

research, the main mandate of KECOBO that is conisdhe fight against piracy.

Such bodies can only do so much, though. For igstaine CA is only able to order the mobile
telephone service providéfgo disconnect all users whose telephone handsetotmeet the
type-approval (i.e. are counterfeits). Countenfigjittherefore affects the IPRs owners as well as

the users of products, services and technologies.

In Kenya, the problem of counterfeiting has beegrefat concern and has formed the subject of
constant studies by industry lobbies like the KAMDblic institutions like the Kenya Institute for
Public Policy Research and Analysis (KIPPRA) andvggoment entities like the Anti-
Counterfeit Agency. Ultimately, government entitiemve a mandate to ensure that protection
and enforcement measures are put in place to etigtréPRs are not abused to the detriment of

innovators and IPR holders.

The Trade Marks A& protects from infringement any marks that aresteged at the Kenya
Industrial Property Institut€, under the Banjul Protocol (under African Industi@operty
Office) or under the World Intellectual Propertyfioé.>° However, marks that are not registered

are still afforded protection through the common Ection of passing off, which is recognized

24 Established under the Pharmacy and Poisons Azi244 Laws of Kenya.

% http://www.pharmacyboardkenya.org.

% 55 Copyright Act No. 12 of 2001.

" safaricom Kenya Ltd, Airtel Kenya Ltd, Essar Telec(Kenya) Ltd and Telkom Kenya Ltd (Orange).
% Trade Marks Act Cap 506.

293 3 Industrial Property Act Cap 509.

30 http://www.wipo.int/portal/en/index.htmlI[28 Octob2014].



under the Trade Marks Aét.It is prohibited under the Trade Marks Act to selimport goods

with forged registered trademarks or whose tradksnaire falsely applied.

The Copyright Act, in so far as is relevant to tphaper, protects original literary, dramatic,
musical and artistic works and cinematograph fitmd sound recordings from unauthorized use.
Copyright law allows the copyright holder to comtrcertain uses of his work such as
reproducing, distributing, renting, broadcastingd @ranslating or adapting the work. In the
context of this thesis, it has provisions thatiatended to prevent counterfeiters from copying
copyrighted films, music, authorial works, compuseftware programs, paintings and selling

them at lower prices in direct competition with {R& holder.

The Anti-counterfeit Act is a parliamentary enactinerhose primary intention is to prevent
trade in counterfeit goods. This Act became openali in the year 2008, and its enactment is
recognition of the fact that the laws that existeste inadequate. It has a wider mandate than the

legal framework that existed prior to its enactment

Regardless of the enhanced legal framework, coigitiag still afflicts the country. Take for
example, the former CCK has in the past still ndetteresort to drastic measures to prevent
counterfeit communication equipment from acces#hegnetworks, notwithstanding the fact that
there is already a law to prevent trade in thesgpegents.

In addition, the KAM still complains that its membeare afflicted by availability of counterfeits
in the market. Take for example the fact the Evdydaast Africa Limited has failed to sustain
its business and has had to close down its mamufiagtplant due to stiff competition from

counterfeit products.

Does this suggest that the IPRs enforcement rebgasdailed? The view in this research is that
the complaints by the manufacturer’s lobbies andegament agencies can be reduced
drastically if the legal framework is enhanced.wibuld appear as though the enforcement

mechanisms that currently exist are not as effe@dwenvisaged.

315 5 Trade Marks Act Cap 506.



Looking outside of legislation intended for IP pration shows that the state has a mechanism
and the legal framework to determine that all comities imported or manufactured in Kenya
comply with certain standards. This is through @&andards Act. Section 4 of this Act
establishes the Kenya Bureau of Standards (KEB®s&/functions are to, inter ali provide

for the testing ...of... commodities with a view oédeining whether such commodities comply

with the provisions of this act or any other lavatieg with standards of quality or description.”

The Kenya Bureau of Standards is mandated to aedatds for Kenya in conjunction with other
government institutions. Would it be feasible fo(KEBS) to consider the infringement of IPRs
in the commodities that it tests as one of the tmm$ that need to be satisfied before the
product being tested is declared to be compliarthefstandards? This is a plausible question
that should be explored. This is especially soigwvof the fact that a product, good or service
may be counterfeit, but will still pass the quabtandards set by the KEBS and be allowed into

the open market.

1.2 Statement of the problem

Intellectual Property is a “fundamental form of tpeoperty™

and therefore ought to be
protected by the law just as much the laws protetite other factors of productidhHowever,
this should not necessarily mean that the propertintangibles should be treated the same
manner as property in tangibles, because, as thigdvamount to “a fundamental misapplication

of the economic theory of property’.

Counterfeiting as defined under the Anti-Countérfact® is the manufacture, production,
packaging or fraudulent mislabeling (in relation m®dicine) of protected goods without the
authority of the IPRs owner. The Anti-Counterfettthas extensive provisions that aim to tackle

this problem, but is it sufficiently supported bther legislation in related fields? For instance,

2D BainbridgelLegal Protection of Computer Softwa@" edn Tottel Publishing 2008) 3.

#Ben Sihanya ‘Intellectual Property for Innovation I&dustrialization in Kenya’ (2009) Vol.5 Law Sotjeof
Kenya Journal 30.

% M A LemleyEx Ante versus Ex Post Justifications for IntellatPropertyUniversity of California — Berkeley

Public Law and Legal Theory Research Paper Sé&mser No. 144 kttp://ssrn.com/abstract=49442August

2014].

% 3 2 Anti-Counterfeit Act No.13 of 2010.




would the fight against counterfeits not be moredive if the Standards Act, which contains
the legal framework for dealing with the quality gdods, commodities and products in Kenya,
contained some provisions with regards to contfoimported goods? The Standards Act deals
with control of standards over manufacture, product processing or treatment of

commodities’® but leaves out controls over imported goods, pctslar commodities.

The Anti-Counterfeit Act also has some weakneskes lead to counterfeit trade not being
curtailed completely. It providdsthat it is a holder of an intellectual propertghi (IPR),
successor in title, licensee or agent who may teposuspected offence under the Anti-
Counterfeit Act® This means that an aggrieved party, for instancersumer, lacks argcus

standito complain if he buys goods that turn out to benterfeit.

IPRs protection leads to quality assurance, becpustected goods are of better quality than
counterfeit goods of the same genre. The Standsstjsvhich is enacted to, inter alia, “provide

9

for the standardization of commodities and codepmaictice,®*® may help if it contains a

provision that requires the bureau to consider IPRsmgement.

The Anti-Counterfeit Act deals with breach of IPRdile the Standards Act deals with

standardization of commodities. The two statutesicctherefore complement each other, and
not be so compartmentalized as is presently the. CBlsis is a gap which has resulted in
insufficient legal infrastructure to control thetgnof counterfeit goods into the country. These
two are good laws, but the fact that they are mohmlementary leads to inefficiency in the

enforcement mechanisms. The intended purpose oingnastandardized commodities and

eliminating counterfeit trade ends up not beingedtd.

The effect of this, with particular reference taheological goods, such as mobile telephone
handsets, is that the regulator has to step iKelmya, the former CCK has in the past had to
order that the mobile service providers switchaaftinterfeit telephone handsets. The CCK had

%3 4 Standards Act Cap 496.

375 33 Anti-Counterfeit Act No. 10 of 2010.

% The offences are set out under section 32 of ttte A
% This is contained in the preamble to the statute.



the legal mandate to take such action, but thaynsptomatic of a failure to stop counterfeiting
at an early stage. This strategy would only becéffe in controlled goods and services, such as

telecoms.

Among the IPRs that are infringed by counterfeitamg trademark rights. In Kenya, trademarks
are registered, regulated and enforced under Thaikks Act’® The Trade Marks Act has
created the offence of forgery for falsification wademarks and prescribed penaffiefor
breach. These provisions are in my view not detérenough. The effect of this is that
prospective offenders are not afraid of the conseges of going against the law. This is
specially the case where the returns from forging #alsifying a mark are higher than the

prescribed penalties under the Trade Marks Act.

In this thesis, therefore, it is proposed to exarhow the enforcement mechanisms under the
IPRs legal regime can be reviewed so as to taaklaterfeit goods in the market. This would
include enactment of more punitive as well as fiative provisions. The facilitative provisions
should make it easier to report offences. The puiprovisions should make the law
sufficiently deterrent or punitive enough to dis@ge counterfeiting. It is proposed to assess the
efficacy of incorporating other legislation thatist mainstream IPR legislation, for instance the

Standards Act, so as to better combat counterfeits.

Further, in view of the fact that the counterfesténrive on the ignorance on the part of the end
users, how can the agency formed under the Antiteofeit Act be enabled to better carry out
its public education mandate? Should the tradedsimmovators be more proactive in ensuring
that the characteristics of their products are \uetlwn?

1.3 Hypotheses
This research is based on the following assumpti@hgh we propose to test:
1. The Trade Marks Act and the Anti-Counterfeit Act @eficient in countering counterfeit

trade;

“* Trade Marks Act Cap 506.
“L Ibid part XI.

10



2. A review of particular provisions in the Trade Markct and the Anti-Counterfeit Act

can enhance the ability of the statutes to cowdanterfeit trade;

3. The framework under the Standards Act can be usefawombat trade in counterfeit

goods.

1.4 Research questions
The research endeavors to answer the followingtopness
1. How effective are the provisions of the Trade Makks and the Anti-Counterfeit Act in

countering counterfeit trade?

2. How can the Trade Marks Act and the Anti-countérfat be reviewed to make them

more effective in curbing counterfeit trade?
3. Can the Standards Act bolster the enforcementiR§ iR Kenya?

1.5 Conceptual and Theoretical Framework

IPRs protection is anchored on various justifigagiodepending on whether the subject property
is industrial property or copyright. Counterfeitiradflicts both industrial property as well as
copyright. Therefore it is possible to place ret@ron the whole spectrum of theories that

undergird intellectual property protection.

IPRs protection has justifications that are underedl by economic explanatioffsProtection is
granted so that people are encouraged to be inmevatd creative of new technologies. What
this would prevent, therefore, is a situation wheeeple just copy other’'s work. This copying
leads to inefficiency because there is a lack oémtive, hence few ideas are created.

Protection is also necessary to encourage the WReroto make further investment in the

improvement, maintenance or commercialization & pinoduct. allocation and protection of

“2 B Sihanya ‘Intellectual Property for Innovationl&dustrialization in Kenya’ (n 33) 31
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IPRs spurs innovation by ensuring that inventioms arotected. Counterfeiting erodes

innovators’ IPRs, which leads to economic lossémr& are negative effects on the economy as
a result of counterfeiting, as | shall discussrlaléne state therefore has a duty to ensure that
laws are enacted and institutions are set up #atbe used to curtail counterfeits and help to

increase innovative activity.

The laws and the enforcement mechanisms creatdtebgtate ought to be effective so as to
fight counterfeit products. The penal sanctionscedhinto the law should mete out deterrent
punishment to the counterfeiters strongly. The ywtadall therefore be underpinned by two
principal theories: utilitarianism (which encompessthe economic theory of law and

consequentialism) and the social contract theory.

1.5.1 Utilitarian/Economic Theory of Law

The theory of utilitarianism puts forth the progasi that the actions of mankind are motivated
by a choice between pain and pleasure. Thereftregtmnal actions are motivated by a desire
to maximize pleasure and reduce pain. The econtireary of law is therefore a modern form of
utilitarianism which proposes that man will alwagkoose the options that leads to more

satisfactiorf'®

It has been arguétithat there is a sense in which economics hasaeglaistice as the dominant
basis for law reform and regulation of behaviopessally in the United Statés.It is necessary
to bring to fore these economic considerationshendourse of enactment and interpretation of
the law and formulation of policy in Kenya.

Currently, legal reform discourse is more coucheterms of how a proposal will contribute to
efficiency and the generation of wealth. This cdlls an economic analysis of law. In this
regard, it is proposed to analyze how, if at aly fines will lead to the offence of counterfeiting
being more widespread. The counter argument ishehebr how, higher fines will deter the

3 R WacksUnderstanding Jurisprudence: An Introduction to aE§heory(Oxford University Press 2005) 249.

“4A Barron (ed)introduction to Jurisprudence and Legal ThedBpmmentary and Material©Oxford University
Press, 2005) 857.

“2JA Otieno-Odek, ‘Normative Framework for Patent B Breeders’ Protection: Trade Theory and Develent
Policy’ (2005) Vol. 3 the University of Nairobi Law Jourrigb.
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offensive practice. If a counterfeiter feels thia¢ fine an infringing act is likely to attract is
lower than the returns from that act, he will netdeterred from committing the offence. The

law will therefore be rendered ineffective.

Further, the economic theory hypothesis is thatsslinnovation attracts returns for the
innovator at full market value, there will be akaaf incentive to creat& In Kenya currently, it

can be argued that unless counterfeiting is cedaiit will lead to reduced foreign direct
investment and jeopardize transfer of technologhesa result, the country will be unable to

meet its economic objectives.

With regards to locally produced copyrighted worlesk of effective protection will lead to
increased piracy. This will have a negative effacthe creators of the works. They will not get

a return on their investment.

Economic theory of law uses economic analysis @yae individual behaviour, and is therefore
an appropriate theory to use in addressing impbeaestions of legal regulatidh.

1.5.2 Utilitarianism/consequentialism
From the foregoing discussion, it emerges thaitaridnism looks to the future. The actions of a
person have consequences; either maximizationeafspte or of pain. It is these consequences

of deliberate acts that the law is concerned witthis regard.

It is proposed to, among other things, evaluateptmeal sanctions of the law for persons who
engage in counterfeiting. It shall therefore beessary to theorize the parameters within which

any action taken against them is justifiable.

Focusing on achieving both particular deterrenak general deterrent®l shall use the theory
of consequentialism. This theory is underlined g belief that options should be evaluated by

their consequencé8so that a choice is made based on whether it nizagnpleasure or pain.

46 ;i
Ibid 15.
7 A Barron (ed))ntroduction to Jurisprudence and Legal TheoaBpmmentary and Materiakn 44) 865.
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1.5.3 Social Contract Theory

Under this theory, IPRs protection constitutes rtreet between society and innovators whereby
society avails to itself the benefits of an innoamatin exchange for protection. An innovator
needs to be rewarded for innovations that benkét gociety. In IP, the underlying idea is
commonly available to everybody, and it is only @rtbe innovator puts it into expression (by
creating something tangible out of the intangilthg)t it is turned into property, hence becomes
protectable. Because the underlying idea is intd@gthe innovator may have difficulty being
rewarded for the innovation. Inventive activityymaduce and as a result, society loses out. The
IP system is therefore designed to prevent the-lmsee situation and turn it into a win-win

situation.

The law protects ideas and the expression of thaesas under the principle of natural law.
Under this principle, a person's idea is his nattight. Therefore, human creativity should be

protected from unfair exploitation.

With regards to creative works (copyright) the tgybf the author derive from natural law, and
are inherent in the author by virtue of authorshipese rights are not granted by statute. This is
different from the rights of publishers, who haw areated the published work, and their claim
to it is grounded in economics. To this latter exte@ven authorial works can be protected by

having regard to the utilitarian economic theoryntéllectual property protection.

Whereas utilitarianism and economic theories of gamerally lean more towards industrial
property, social contract theory is more inclinedards protection of creative works.

1.6 Objectives of the research

Counterfeiting is deleterious to innovation. In leological as well as medical products,
counterfeiting brings about challenges in secuatyd safety. In general goods, it leads to

devaluation of brands and to losses to manufactaned to the economy. It is therefore proposed

“8B Bix, Jurisprudence: Theory and Conté®8weet & Maxwell, 2006) 127.
** 1bid 128.
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to carry out several assessments, and based @mutb@me, to propose changes in the relevant

laws that we shall have reviewed.
The objectives of the research that we proposary out are as follows:

1. To assess the extent to which the regime of IPBfegtion and enforcement as contained
in the Trade Marks Act and the Anti-Counterfeit Assufficient to curb counterfeiting.

2. To assess the extent to which the enforcement messha under the Trademarks Act are
deterrent to people engaged in counterfeit trade;

3. To assess the extent to which the Standards Amigthnot a mainstream IP legislation,
can be facilitated so as to help to bolster thensteeam IP laws and help curb
importation, manufacture and trading in countergeibds;

4. To propose possible reforms to the Trade Marks fat, Anti-counterfeit Act and the
Standards Act, in order to cure any limitationsniifeed in the research and enhance the

legal framework.

1.7 Literature review

Intellectual Property rights protection is an atie@t has attracted the attention of a considerable
number of eminent authors worldwide. Literature legal issues related to counterfeiting is
limited within the Kenyan jurisdiction. The availablocal literature focuses on other areas of
specialization and not directly related to coum#rproducts. There is therefore a lack of a
robust legal commentary on domestic regulation &gislation that curbs counterfeiting.
However various foundations can be drawn from weriauthors who have laid out fundamental

principles akin to counterfeiting which this stuglpfits immensely there from.

Professor Ben Sihan¥fsa local eminent scholars has widely authored énattea of IP including
counterfeiting acknowledges that in all systemsI®f matters that pertain to definitions,
registration procedures and the duration of regfisin/protection are important. However these

can only be useful if built upon “a foundation offercement’*

*0 B Sihanya, ‘Digital Copyright in Kenya’ (n 18) 132
*! 1bid 132.
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The author lists some of the modes of controllimgmgement of digital copyright as legislative
strategies? litigation strategied® public awarenes$and criminal sanctions. In this articl&®
The author deals more particularly with copyrighthe digital arena. It recognizes the need to
protect IPRs including by way of bringing IPRs witon into the purview of public law,
emphasizing the need for IPR protection for theefienf the general publit®

Sihanya discusses digital copyright infringemerd haw the problem can be tackled. Sihanya’s
discussion is relevant to this study because cgpyrinfringement falls within the realm of

counterfeiting.

The focus of this study will be to examine how kbgal and institutional framework in this area

is deficient in tackling the problem of counteriiegy.

Another eminent local scholar in the area of IFPisfessor Patricia Kameri-Mbote who has
authored intensely about patents and develophiéfie author's analysis is applicable across

the board to IPRs in general.

The author addresses the effect of patent protectio development, highlighting both the
negative (especially to the developing nations) pasitive (to the developed world) aspects.
The author discusses the attempts made by theapewglworld to change the patent system so

as to make it more relevant to its peculiar neediscrcumstances.

°2|bid 136,140.

*3 |bid 136, 146.

> |bid 135, 141.

*° |bid 147.

*% |bid.

> |bid.

%% |bid.

9 P Kameri-Mbote ‘Patents & Development’ in Yash ¥t al. (eds).aw and Development in the Third World
(University of Nairobhi 1994) 412.
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The author concentrates on the international regif®RS vis a vis the one in the developing
countries. In this research, it is intend to adsliresinly the Kenyan legal regime of IPRs
protection, with a bias towards prevention of tradeounterfeit goods.

Professor Ben Sihan{fawrites about IP and quality assurance in Kenyaivéssities. This
article recognizes the place of IP protection istitntions of higher learning and puts forth the
idea that some institutions of higher learning enka have developed IP policies, established IP

or technology transfer offices and other methodédfarnessin§*

Most importantly the article states that in thesstitutions IP is an appropriate regulatory and

policy instrument that can be used to achieve uatisurancé’

This study intends to delve into the issue of hba/law and statutory enactments have helped or

impeded the protection of IP rights protection.

Sandro Sidef? discusses the need to protect IPRs as was codcbivé&ATT. He states that
there needs to be some institutional arrangemeritoantechnological information, which is a
resource, is to be protected. That is how the ptiotie of IPRs was conceived. He states that
IPRs are protected irrespective of the fact thay thre in effect private monopolies that enable

inventors to collect fees for the use of their vgobly others.

The author says that when infringement of IPRs mmecavidespread and moved from locally
consumed products to exports, the developed cesntsiarted to lose their competitive

advantage and had to seek for protection of IPRs.

The author deals generally with why developed atesitresolved to ensure that IPRs are
protection by an international legal framework dodmal international legal instruments. he

does not indicate how this protection may be addesffectively, be it on the domestic scene or

%0 B Sihanya ‘Intellectual property quality assuraaee ISO in Kenyan universities’ (2008) VoLdw Society of
Kenya JournaB5.

®! |bid 52.

®2 bid.

833, Sideri ‘GATT and the Theory of Intellectual Peofy’ in Multilateralism versus Regionalism: Trade Issues
after the Uruguay Round 996, Meine Pieter van Dijk & Sandro Sideri, €231
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on the international scene. The author does notd#ep into the ingredients of what an IP law
should have so as to better protect innovatorsedisas users of the protected innovations. That

is what | intent to deal with in this thesis.

Professor Ben Sihanya has in another affidated that there is need to increase the protecti
and promotion of innovation and innovafSrbut he has not stated how this can be done in the

current legal framework in Kenya.

David Bainbridgé&® advocates for the protection of IP. He rationalizleat because IP is the
result of the exercise of human intellect, it ifJuadamental form of property that should be
closely guarde@’ Protection will ensure that the innovator is atdereap economic rewards
from his work, to which he has a bond by virtuehakving created it. Further, protection and

promotion encourages innovation and creatiffty.

However the Bainbridge writes for a worldwide audie and in as much as his work has
relevance to our local IP circumstances, our im@nin the proposed research is to have an in-
depth look at the identified local laws and see heffective they are, or they can be in

combating counterfeiting.

Professor Ben Sihanyd assesses the state of IP laws, policies in Afsicd enforcement the
institutional and legal mechanisms of enforcemdrthese rights. The article has a wide scope

because it addresses counterfeiting in goods anates generally.

This study zeroes in on existing legislation andirttefficacy in confronting the problem of
counterfeit goods. Therefore, this study is resgddo counterfeiting in Kenya and the efficacy

of the laws to curtail counterfeits.

% Sihanya ‘Intellectual Property for Innovation &dstrialization in Kenya’ (n 33) 57.
65 i
Ibid.
¢ Bainbridgelegal Protection of Computer Softwaire32).
*7 bid 3.
% bid 4.
% Sihanya ‘Intellectual Property for Innovation &dstrialization in Kenya’ (n 33) 17.
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Professor Moni Wekesa reviews the legislative astitutional framework of IPRs protection in
Kenya’® In reviewing the legislative and institutional irawork of IPRS in Kenya, the author
touches on the Anti-Counterfeit Act, 2008. He alsals with the Trade Marks AEt.

Wekesa does not however discuss the StandardsvActh has provisions that in my view are
immensely significant in combating counterfeit #aahd will form part of the legal framework

for this study.

This research is aimed at assessing the threetestatand identifying the changes and
improvements to the legal and institutional framewas well as to policy that will help in the

fight against counterfeit goods.

In an article entitted Combating Counterfeit Tradekenya/? Professor Ben Sihanya zeroes in
on counterfeiting. Sihanya discusses the legalirstdutional framework of Kenya'’s intellectual
property protection, but does not critique the @ffeeness thereof in countering trade in

counterfeits.

The difference between his article and this resemrthat this research intends to go further and
critigue how legislation has created institutiomsid how these institutions as well as the
enabling legislation have been deficient in faatlitg the war against counterfeit goods.

Isabella Alexander, in her boBkdeals with concepts relevant to copyright law such
infringement and the principle that some works wik be protectable under copyright because
the public interest for non-protection far outwedghe private interest of the creator of the work.

Of central relevance to this thesis, the book alsals with the aspect of infringement of

copyright right from the Statute of Anne to the H@entury’* However, the author confines

M Wekesa, “An Overview of the Intellectual ProgeRights (IPRs) Regime in Kenya” in M Wekesa & B
Sihanya (eds)ntellectual Property Rights in Kenyia
" Trade Marks Act Cap 506.
2B Sihanya, “Combating Counterfeit Trade in Kenifalntellectual Property Rights in Kenya 6).
Zjl Alexander,Copyright Law and Public Interest in the Ninetee@#mtul ( Hart Publishing, 2010).
Ibid, 155.
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herself to infringement of literary works, musioabrks, dramatic works and lectures. The
intention in this thesis is to deal with the inffsement of IPRs generally, without drawing any

boundaries.

In an article published in the Minnesota Intellett®roperty Review, Professor Laurence L.
Helfer"*discusses the emerging confluence between humhts rigw and intellectual property

law. He analyses whether IP protection and praiectif human rights are compatible. on the
one hand, IP protection tends to infringe on theymnent of and access to economic, social and
cultural rights. The second approach proposesthiaae is mutual coexistence between human
rights and intellectual property because both arglagaw are concerned with "the same
fundamental question: defining the appropriate scop private monopoly power that gives

authors and inventors a sufficient incentive toatgeand innovate, while ensuring that the

consuming public has adequate access to the &iiteir efforts.”

This article addresses the question of whetheobitms beneficial to protect IPRs, and if indeed
it is, then to what extent should they be protectédwever, the article does not take a step
further to discuss how these rights may be praiadtirough both legal and institutional reform.

This is what | intent to discuss.

Kameri-Mbote has made an assessment of the sthlaws) research & policy analysis on IPRs
in Kenya!’ Kameri-Mbote provides a general treatise on tHe t€gime in Kenya which does

not deal with the peculiar problem of counterfejtimhat is what this research seeks to do.

Professor Mark A. Leml€yf tackles the theoretical basis of IPR protectiohe Thesis by the
author is that IPRS should not be likened to reaperty because that would be a misapplication

of the economic theory of property. The author'sigian is that too much protection is just as

5L L Helfer, HumarRights and Intellectual Property: Conflict or Costénce? Minn. Intell. Prop. Rev. 47
(2003) available athttp://mipr.umn.edu/archive/v5nl/Helfer.pdf.

"®Ipid, 48.

" p Kameri-Mbotelntellectual Property Protection in Africa: As assenent of the Status of Laws, Reseach and
Policy Analysis on Intellectual Property Rightskenya IELRC working paper, 2005-2 <
http:/www.ielrc.org/content/w0502.pdf.> [15 Janu2314].

8 M A Lemley, Property, Intellectual Property, and Free Ridirtanford Law School, John M. Olin Program in
Law and Economics, Working Paper No. 291<http#ssm/abstract=582602> [10 May 2014].
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bad as no protection at all. The author advocaies fbalance between seeking some measure

between free riding on IPRs and protection of IPRs.

1.8 Methodology

It is proposed to conduct this research in thealprthrough the internet and through accessing

reports by industry players.

At the library, it is intended to look at primamygal sources. These are decided cases in Kenya
and other jurisdictions, the statutes that deah iRRs in Kenya, statutes that may assist in
preventing counterfeit goods from accessing Kentyas also intended to look at the anti-

counterfeit laws and policies of other jurisdicson

The secondary sources of data that | shall engaitpe éibrary will be text books, journal articles
as well as regulations of other trading blocs teeas how they prevent cross border counterfeit

goods.

It is intended to visit the Anti-Counterfeit Agentry ascertain the challenges that they encounter
in the fight against counterfeits. | will also tighe Kenya Association of Manufacturers to study

any reports that they may have regarding studiegedaout in the fight against counterfeits.

1.9 Scope and Limitation

The scope of this paper is to analyze the lawsdbal with enforcement of IPRs in Kenya, how

they have been applied and their deficiency, if. any

The limitations expected are the lack of accesthéomost recent decided case law in Kenya
because law reporting is inefficient. Law reportilsgvirtually nonexistent in the subordinate

courts where the penal provisions of the law aferead.
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1.10 Chapter Breakdown
Chapter One:-

Chapter one will introduce the problem; lay out thgectives of the research, the hypotheses,

the theories that underpin the research, the litexaeview and the research methods to be used.
Chapter Two:-

This chapter will deal generally with the jurispeidial issues that should be considered in a law
that is expected to fight counterfeits as wellssuies that emerge with regards to protection and

enforcement of IPRs in Kenya.

It is proposed to evaluate the provisions of the &s regards protection of IPRs in Kenya,
especially at the provisions that confer jurisdinfithe process of enforcement and the penal as

well as facilitative provisions.
Chapter Three:-

This chapter will evaluate the material that widlvie been gathered from the various sources,

both library and internet.

It is also proposed to examine how other jurisditsi have dealt with the problem of
counterfeiting to see if Kenyan laws need to beradead to accord with best practices elsewhere

in the world.
Chapter Four:-

This chapter will contain the conclusion; propossgible reforms to the statutes that shall have
been reviewed in order to cure any limitations tded in the research and recommend the
actions that need to be undertaken to make thedaponsive to the needs of the present needs

of the economy, IP users and innovators.
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CHAPTER TWO
2. Characteristics of an institutional and legal famework to combat counterfeiting
In order for an IP legal regime to adequately prbteghts of innovators, it ought to incorporate
various salient features. The law does not opemnadevacuum, hence it ought to be cognizant of
the society for which it is meant. There ought ® & balance between the desire to protect
creative content and invigorate innovative actiaty the one hand; and the need to ensure that

economic growth is not stifled on the other hand.

The law ought to be practical and friendly so tihas easily accepted. For instance, a law that
provides very lenient sanctions that are not irpkeg with the gravity of the infringement may
not be effective. Such a law will not receive atceape from those designed to benefit from its

application.

Further, and most important, the law ought to behared in the supreme law of the land, it
ought to be in consonance with international tesatnd conventions and it ought to set up

institutions that will ensure that the letter o¢ thw is applied as required.

2.1 The law needs to strive for a balance in IPRg@tection

The competing interests regarding whether or netettshould be protection for IPRs call for a
tradeoff. There needs to be a balance based oménket conditions and the need to spur
growth. A stringently protective system of IPRsluees the social gains from inventions,
especially where the consumers may not be abldéfaodaaccess without much expense. That
would mean that there are good inventions in theketabut they are not utilized to improve the
society because they are too expensive. On ther dthnd an excessively weak system is
harmful because it could reduce innovation by rgilito provide an adequate return on
investments? This would mean that innovators see no reasomgage their minds, expend

their resources (time, labour and money) in crgaiimventions because there will be no

monetary return anyway.

9 Keith E. Maskusintellectual Property Rights & Economic Developméiniversity of Colorado, Boulder,
<http:/Mww.colorado.edu/economics/mcguire; accessed db2013> [3 June 2014].
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This need for a balance based on the unique conditf the market is evident in international
instruments of IPRs protection. There are seveoaiters to this. The TRIPS Agreement sets
only the minimum standards regarding the grantghfts to the IPRs holder, the requirements for
enforcement in the municipal legal enactments &wedrémedies for infringements and dispute
settlement? This allows individual countries to enact lawstedito their peculiar circumstances,
because what are set are the minimum standards.etivisaged that laws will become more

stringent as the particular state’s circumstanbasge.

The TRIPS Agreement came into force 6hJanuary 1995 but different member nations were
allowed varying periods within which to align thdaws to accord to the conditions of the
agreement. The reasoning would appear to be the aarabove; that countries are given time to
consolidate their situation so that the laws, ctacted, are applied without adverse effects.

This is an indicator that right from the internaib level, there is a recognition that a balance
needs to be maintained on the application of IRRavbid having laws that are out of keeping
with social realities. This balance bears in mind tlisparate economic and social conditions in

which the various laws will be designed to operate.

Kenya has moved from the infancy stage in innovadind there is local creative content. This is
more pronounced in digital copyright than in theestarenas. There is therefore need to ensure
that the gains that come from these innovationgpertected. This comes about by ensuring that

innovators are protected.

To ensure that there is protection of IPRs, it ézassary to have a legal and institutional

framework that will cater for the constantly evalginature of IPRs.

8 For example, with regards to the terms for pradecof works, inventions and trademarks respedfiviie TRIPs
Agreement provides for minimums of 50 years (Ar;.2Q years (Art. 33) and 7 years (Art. 18) respedyi.
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2.2  The law needs to be comprehensive so as to eaptmost forms of counterfeit trade

Trade in counterfeit goods takes various foffmignless the law recognizes most of these forms,

then it is unlikely to be effective.

The counterfeiters may make a fake product, whiely will pass off as the genuine one. In this
case, what is produced is legitimate low qualityegee merchandise that mimic the genuine
product, but whose quality is nowhere near the peatiected product. This type of counterfeiting
is an infringement of the patent rights of the wator. They could also be construed as an
infringement of industrial design rights of the awator. The purpose of patents/industrial
designs is to protect innovatioffshence this type of counterfeiting has the efféatheating the
makers of patented merchandise or protected industesigns. This may also erode the
reputation of genuine merchandise, because a carswho purchases a product that he
eventually finds is of poor quality may not idewtit as a counterfeit. He may attribute its
paucity in performance to poor innovation or po@nufacturing. The effect of this confusion is
that the reputation of the IPR holder is tarnisfred.

This type of counterfeiting is found at section )2@ the Anti-Counterfeit Act. Here,
counterfeiting is defined, inter alia, as the magkaf goods that imitate the protected goods.

Under section 54 of the Industrial Property A¢he owners of a patent have exclusive rights to
exploit the protected invention through making, artjng and selling. It is only after the expiry
of the patent (20 years, as provided for at sedBi@rof the Industrial Property Act) that third
parties may apply to the Kenya Industrial Propdrigtitute (KIPI, or the Institute) to be

registered to commercialize the product or the gsec

! |pid 332.

8 EA Wayne “Why Protecting Intellectual Property Rig Matters”
<http://wwwiipdigital.usembassy.gov/st/english/publication/2@31/20080429213909myleen0.2809259.htf10
April 2014].

8 G M Grossman & C Shapit€ounterfeit Product TradeNBER Working Paper Series, working paper no. 1876,
National Bureau of Economic Research (Cambridgé&lPBSRN - id 341830] 3.

8 Industrial Property Act Cap 509.
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Section 92 of the Industrial Property Act confepomi the registered proprietor of an industrial
design the exclusive right to reproduce the desigiihe manufacture of products, importing or
selling a product reproducing the protected desigreven having such product in stock for
purposes of offering it for sale.

Therefore, any person engaging in the activitieg #re the exclusive domain of the registered
owner of a patent or an industrial design is deetodaok infringing on the rights of the holder.
Any product produced by third parties without liseror authorization of the holder of the IPR

are therefore counterfeit.

On the other hand, one can counterfeit the regidt@r well known, even if not registered) trade
mark or service mark or trade namiethe product and in that way mislead unsuspeaisgys.

The other way is through counterfeiting the packggof the product, such as brand names,
marks or labels. These latter two amount to inkmgnt of trademark rights or geographical

indications as the case may be.

Trademarks are traditionally known to be the anstwbrconsumer protectidi.This, though not
the primary concern of trademark law, is achieved default. This happens through the
identification of an owner of a trademark, whiclves as an assurance of the quality of goods.
For instance, when one buys the genuine KETEPAtheg, will be assured of the quality of the
merchandise. This assurance is therefore totalt lwhen counterfeiters illegally use a
trademark andmislead consumers that what they are purchasirtheisgenuine trademarked

product when it is not.

Traditionally, counterfeiting targeted luxury conser goods such as designer clothing, other
wearing apparel, watches, perfumes and leathersf€nCounterfeiting has evolved and the
counterfeiters in the present age have moved tatedeiting not only the aforesaid goods, but
also higher technology consumer goods such asr@héctproducts, telephones, computers and

stereo equipment.

8 B Sihanya ‘Intellectual Property Confronts Coufgging in Africa’ (n 19) 330.
8 G M Grossman & C Shapit@ounterfeit Product Trade'(n 83).
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Pharmaceutical products, industrial products, asmedical devices, motor vehicle spare parts
and other hardware have been counterféitdd.relation to medicine, the Anti-Counterfeit Act

at section 2 (d) defines counterfeiting to be tekbeérate and fraudulent mislabeling of medicine
so as to mislead the public as to its identity aadrce. It is irrelevant for the purposes of this

section that the products mislabeled have the coimgredients.

The wording of the section shows that the conceith the law is (in this particular section)
concerned only with trade mark protection, andthetpatent. This is evident from the emphasis

on 'identity and source’, which are pointers towdrddemark protection.

Counterfeiting in copyrights, on the other handjesined at section 2 (c) of the Anti-Counterfeit
Act as the manufacture, production or the makingagfies in violation of the author's rights or
related rights. What counterfeiters do in this rdgaould be a breach of section 38 of the
Copyright Act®® Whereas the Anti-Counterfeit Act is silent on wiestit is permitted to make
copies of protected works for personal use, they@Ggipt Act explicitly allows making copies

for personal use as well as for research and eidnehpurposes.

There is however no conflict in this regard betw#®n Anti-Counterfeit Act and the Copyright
Act. What the law prohibits is the benefitting franprotected work at the expense of the owner
of the IPR. The spirit of the Anti-Counterfeit Ads is evident from the preamble thereof, is
prohibition of trade in counterfeit goods. The nmakof copies for personal use, for research or
for education would therefore not be a contraventb either the Anti-Counterfeit Act or the
Copyright Act.

2.3 The rationale for IPRs protection should be edent
Much as protection of IPRs has been actively prechdty some quarters, other commentators
have raised doubts and openly questioned theamnait.

87 M Forzley Counterfeit Goods and the Public’s Health and Safétternational Intellectual Property Institute,
2005 pg. 1 $ttp://ssrn.com/abstrast1347007> [20 August 2014].
8 Copyright Act No. 12 of 2001.

27



Intellectual Property, by definition, is propriesbip over intangibles: ideas, inventions, signs
and informatiorf® What is protected by IP law or by the grant oR$Pis the exploitation of
mental or creative labour. Therefore, if one werenake use of an inventor’s idea, the inventor,
or any other person for that matter is not therdeprived of the use. That is why it has been
said® that a most important characteristic of knowledgédts “non-rival” possession. This
means that knowledge or the product thereof caswmed and enjoyed jointly or simultaneously

by different users at the same time.

Under the economic theory of IPRs protectibit, should therefore follow that such inventions
and ideas being inherently non-rivalrous, shouldraele widely available. It should be for the
good of society generally that information thatseful be made easily available to a majority of
the people who need it. The cost of preventing rstliem using such inventions, ideas and
information may be quite high and therefore sogiatlefficient® For example, why set up

elaborate structures and institutions at such grest, and yet the information and technology

sought to be protected can be used non-rivally?

On the other hand, the costs of allowing unfetteaedess to already developed technologies
would be marginal because all that such accessdnenthil would be, for example, copying an
already available blue print. This would be cheagadl faster, hence representing a saving on

resources.

There is a downside to this proposition that becimamediately evident. The information that
is protected is economically viable; and the iniearg that become subject to IPRs protection
will have entailed the innovators incurring costanvestment. Therefore, to allow unrestricted
access, without compensation would create a “negjaynamic externality.®® It then follows

that in order to promote investment in inventivdivaity, knowledge creation and business

innovation, IPRs should be strengthened.

8| Bentley & B Shermatintellectual Property Law(2"* edn Oxford 2004) 3.
'3 Sideri, ‘GATT and the Theory of Intellectual Pesty’ in M P van Dijk & S Sideri (edsMultilateralism versus
Regionalism: Trade Issues after the Uruguay Ro{EADI| 1966) 133.
1 Keith E. Maskuslntellectual Property Rights & Economic Developmésniversity of Colorado, Boulder,
9<2http:/A/vww.colorado.edu/economics/mcquire; accessed db2D13> [3 June 2014].

Ibid.
% K E Maskuslhtellectual Property Rights & Economic Developméni91).
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Among the reasons for the protection of IPRs gdlyesathat the production and distribution of
scientific knowledge, technological information ansgentive activity including authorial works,
entails the absorption of resources. There oupbtefore, to be some institutional framework
for the allocation of these resourééddence there is need for the state to create litisiils to

oversee the grant, protection and enforcementiR§IP

With regards to trademarks, it has beenafuht their main function is

“to guarantee the identity of origin of the markgwbds or services to the consumer or end user
by enabling him, without any possibility of confasj to distinguish the goods or services from

others which have another origitf".

When firms are encouraged, through legal protectiorinvest in name recognition, they are
thereby more likely to ensure that they producdityuproducts. This results in benefits to the
consumer because firstly, the consumer is assir&dgoods that bear a particular mark, if
genuine, are of good quality. Secondly, the eliniémaof confusion reduces consumer sedrch
and thereby leads to optimal utilization of resestcThirdly, licensees are induced to protect the

value of the marks by selling goods of guaranteedity levels.

Let us take the example of the electronics maketonsumer purchases an electronic gadget
believing that it is a genuine brand. All that sacbonsumer needs to do is look out for the name
of the brand name that he wants to purchase ang lem@urchases, he is assured of the quality
of the product. There is no need to expend resswnesearching. To safeguard their goodwill

the electronics goods makers who have a good réputaill maintain their good quality.

This means that although IPRs protection is aimattipally at protecting innovations, there is
by default a benefit to the consumer or end uséneproduct.

% 3 Sideri ‘GATT and the Theory of Intellectual Peogy’ (n 90) 133.

% By the European Court of Justice in Arsenal F&sus Mathew Reed [2003] ETMR 19.
% Arsenal F.C. versus Mathew Reed [2003] ETMR 19588

9K E Maskus Intellectual Property Rights & Economic Developmént91)
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In the protection of innovators and traders fromimgement of their trademarks, the courts will
issue injunctive orders even in cases where tlsen® iactual loss proved. It is sufficient that the
plaintiff demonstrates that there is a likelihodcdconfusion between his goods and the goods of

the defendant, which has led to an apprehensiaméwill suffer economic loss.

This was the court's reasoningRnemier Food Industries Limited vs Al Mahra Limitédhen

the judge said as follows:

"I have already found that the similarities betwé®e defendant’s Trade MafREP TOP”

and the plaintiff's marks raise a real probabitifjconfusion to customers. Such  confusion
is likely to cause damage to the plaintiff. Thelaintiff's apprehension that it will suffer
irreparable loss and damages is therefore nbbwit basis. Actual loss in my view need not
be proved. IBaume & Co. Ltd —vs- A.H. Moore Ltd (2) [1958] 2 BIR. 113t was held:

“no man was entitled even by the honest use afwrsname, so to describe or mark his goods

as in fact to represent that they were the goda@mother person.”

| respectfully adopt these wise words and holthécase at hand that the plaintiff has
shown on a prima facie basis that to it is likesuffer damage by reason of the
erroneous belief engendered by the defendantieprissentation that the source of its

goods is the same as the source of those of diratiffl"

Economic theory of intellectual property protectioomes into play in this regard because the
plaintiff, who has invested in the brand, shoulé&pea reward. Therefore, he should be
compensated for actual loss (hence the award oades). Likewise, he protected not only from

actual loss, but also from anticipated loss.

This protection has several effeélsit stimulates ideas and therefore drives peopleetanore

creative. Further, according to utilitarian claasieconomists, the prospect of reward provided

% High Court of Kenya Civil Case Number 651 of 260%tp://www.kenyalaw.org/caselaw/cases/view/102751>

[20 August 2014].

9B AndersenThe Rationales for Intellectual Property RightseThwenty-First Century Controversjdsniversity

of London (Paper to be presented at the DRUID Sun@oaference 2003 on CREATING, SHARING AND
TRANSFERRING KNOWLEDGE. The role of Geography, Ifgtons and Organizations, Copenhagen June 12-14,
2003) < http://www.druid.dk/uploads/tx_picturediZ683-889.pdf> [01.09.2014].
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by IPRs encourages technological advancement.i§ hisually achieved through encouragement
of inventors. IPRs protection serves a politicalerby affecting economic behaviour and

operates as a mechanism for the state to achieied selfare goals.

Copyright law, which deals with ideas expressethmgible form, is underpinned by principles
of natural law. The main thesis in this regard hattsomebody's idea is his natural right.
Therefore, human creativity and personality, whiglembodied in copyrighted works, should
not be exploited unfairly.

This protection of a person's moral rights infodntlee High Court's decision dohn Boniface
Maina vs Safaricom Ltd & 4 third partié€ In this case, the Defendant converted the Pl&mtif
songs into ring tones which he sold to its custemat an alleged value of Kshs.60 million. In

granting Anton Piller orders in the Plaintiff's taw, the Court said as follows:

"l find further as follows. It is common grounbat the plaintiff is the author of thgikuyu
musical recordings that | set out in the openinggaphs. He has copyright to them. He is thus
entitled to assert his moral rights to that imetial property under sections 32, 35 and 37 of the
Copyright Act."

2.4  The legal and institutional regime against cousrfeiting in Kenya
The legal and institutional framework that govern®Rs generally, and counterfeiting in

particular can be divided into the internationahfiework and the Kenyan framework.

2.4.1. International legal framework on IPRs

Kenya is a signatory of international treaties amdtilateral agreements governing IP. These
legal instruments obligate Kenya to put in placécpes that govern the allocation, protection
and enforcement of IPRs generally, without disaniation between local and foreign

innovations. Some of these treaties are the disdussreafter.

1% High Court of Kenya Civil Case Number 808 of 26datp://www.kenyalaw.org/caselaw/cases/view/886 >
August 2014].
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2.4.1.1 Agreement on Trade-Related Aspects of Intettual Property Rights
This agreement is famously known as the TRIPS Agesg. The agreement covers all aspects
of IPRs, except plant breeders rights.

Of the most importance to this thesis, the TRIP$Ament gives a comprehensive definition of

what counterfeiting entails.

Counterfeiting is defined in Article 51 of the TeaRelated Aspects of Intellectual Property (the

TRIPs Agreement), where counterfeit goods are ddfas

“any goods, including packaging, bearing withouthauzation a trademark which is
identical to the trademark validly registered ispgect of such goods, or which cannot be
distinguished in its essential aspects from sutfademark, and which thereby infringes
the rights of the owner of the trademark in questimder the law of the country of

importation.”

With regards to copyrights and related rights, isactl of the TRIPS Agreement, Article 9
requires members to comply with Articles 1 throug21 of the Berne Convention of 1971. It
provides that Copyright protection shall extencexpressions and not to ideas, procedures, and

methods of operation or mathematical concepts.

The Agreement provides for protection of computeogpams, protection of performers,
producers of phonograms (sound recordings) anddbesiing organizations under copyright.

This has been incorporated into the Copyright Agbart of the Laws of Kenya

With regards to trademarks section 2, Article 15hef TRIPS Agreement contains a definition of

trademark as

“Any sign, or any combination of signs, capabledadtinguishing the goods or services of one

undertaking from those of other undertakings, shalbtapable of constituting a trademark. Such
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signs, in particular words including personal namegers, numerals, figurative elements and
combinations of colours as well as any combinatibsuch signs, shall be eligible for registration

as trademarks.”

Under the same Article, it is provided that in arstes where signs are not inherently capable of
distinguishing the relevant goods or services, mamtountries may make registrability
dependent on distinctiveness acquired through Meenbers countries are not obliged to, but

they may require, as a condition of registratibiat signs be visually perceptible.

Kenya, being a WTO member, is governed by the TRIRShe case where there lacks a
definition of trademark, as in the case of the €madrks Act of the Laws of Kenya, then regard
shall be had to this Article of the TRIPS Agreement

The same applies to Geographical Indications whiehcovered under section 3, Article 15 of
the TRIPS Agreement, and are defined as
“indications which identify a good as originating the territory of a Member, or a region or
locality in that territory, where a given qualitygputation or other characteristic of the good is

essentially attributable to its geographical origgin

Under the Agreement, members are required to &a measures to prevent unfair completion
through mislabeling, contrary to the provisiongted Paris Convention. For instance, it would be
prohibited under TRIPs for some unscrupulous trddmn China for instance to market his
locally brewed beer as Cognac or Champagne as #neseell known geographical indications.

Such brew would fall within the realm of countetsei

Under the Agreement, a trademark which consista géographical indication with respect to
goods not originating in the territory indicatedailbe of such a nature as to mislead the public

as to the true place of origin, and may therefatee registrable.

Under Kenyan law, Gls are administered under tredd@rMarks Act. The Trade Marks Act
however does not have a definition of what encosgm&ls, and that is one instance where the

TRIPS agreement would come in as a reference point.
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The same would apply to Industrial Desifisind Patent§% With regards to layout designs of
integrated circuits, the TRIPS Agreement recogniaes applies the provisions of Articles 2
through 7 (other than paragraph 3 of Article 6)tidde 12 and paragraph 3 of Article 16 of the
Treaty on Intellectual Property in Respect of Integd Circuits®® The Agreement provides for

establishment of legal measures to prohibit theommpg, selling, or otherwise distributing for

commercial purposes a protected layout-designptagiated circuit in which a protected layout-
design is incorporated, or an article incorporagogh an integrated circuit only in so far as it

continues to contain an unlawfully reproduced laydesign.

In this case, the only recourse that a Kenyan iatewould have would be the international
treaty, because there is as yet no local law antyipe of IPR.

In Kenya, protection of undisclosed informationafte secrets) is governed largely by the
common law of England, particularly the law of qawct. This may not be ideal where the type
of information sought to be protected is intellettyproperty Application of the TRIPS
agreement would cure this inadequacy.

The TRIPS Agreement applies the Paris Conventidirequires that persons, whether natural or
legal to prevent information lawfully within thetontrol from being disclosed to, acquired by, or

used by others without their consent in a mannetraoy to honest commercial practices.

Information is protectable if it is not generallpdwn among or readily accessible to persons
within the circles that normally deal with the kiodl information in question, has commercial
value because it is secret and has been kept degrtte person lawfully in control of the

information.

The Agreement therefore is supplemental to therdifeaties and conventions that deal with
IPRs. It places additional obligations on the memtmuntries, over and above those already

availed.

191 gection 4, Article 25 of the TRIPS Agreement.
192 5ection 5 Article 27 of the TRIPS Agreement.
103 Adopted at Washington, on May 26, 1989.
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The treaties that are supplemented are the foligwin

2.4.1.2 The Rome Convention for the Protection ofd?formers, Producers of Phonograms
and Broadcasting Organizations, 1961

This convention was intended to bring copyrightt@ction up to the current times then. It was a
response to technologies like tape recorders thatnmade the production of sounds and images
easier and cheaper. The effect of this ease obdeption was that piracy was made much easier,
and the earlier conventions and treaties had nosaged such forms of infringement. The Berne
Convention had governed the regulation of printedtemals, but under this Convention,
performers, producers and broadcasters were pedteagainst infringement of the copyright
embodied in their literary or artistic works.

2.4.1.3 Berne Convention for the Protection of Liteary and Artistic Works
This Convention, under Article 2, protects literaagd artistic works, which include “every
production in the literary, scientific and artisiomain, whatever may be the mode or form of its

expression,” for the benefit of authors and theacgssors in title.

2.4.1.4 The Paris Convention for the Protection dhdustrial Property

This Convention deals with patents, trademarksaiurdompetition of whatever nature in the
realm of intellectual property including trade ssr the industrial property of industrial designs,
utility models, geographical indications and traenes->* This convention is so wide that the

only IPR that it does not deal with is Copyrights.

It secures for nationals, those domiciled, and éhbaving a real and effective industrial or
commercial establishment within a country partythe Convention, the important procedural

advantages of national treatment and priority Eghtrespect of patents and trademafRs.

104 5 M ReissCommentary on the Paris Convention for the Protectf Industrial
Property <http://www.lex-ip.com/Paris.pdf> 1[26 Octoberl2y).
105 i

Ibid.
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2.4.1.5 Treaty on Intellectual Property in Respeadf Integrated Circuits, 1989

Under this treaty, members have an obligation touise intellectual property protection in
respect of layout-designs (topographies) withinrtihespective jurisdictions. Each member is
supposed to take adequate legal measures to ehsupgevention of acts considered unlawful
reproduction as well as importing and selling comuiadly without authorization and

appropriate legal remedies should be availed whgech acts have been committed.

All the foregoing treaties, conventions and intéioral instruments apply to Kenya either
directly, or they have been incorporated into oen¥an laws. Even where they have not been
specifically incorporated into Kenyan statutesythauld still form part of the law of Kenya if

the treaties have been ratifitfg.

2.4.2 The Kenyan Legal Regime against Counterfeitgn

The legal regime that governs IP law in Kenya hadved from the time Kenya became British
protectorate in 1897 up to now. The 1897 East Af@rder in Council extended to the new
colony the application of the substance of theigriCommon Law, the doctrines of equity and
the statutes of general application in Britainhattttime. For instance, very early IP related cases
such asEast African Tobacco Co. Ltd. v. Colonial Tobacam Ctd°’ were determined on the

basis of the laws promulgated by virtue of the 189der in Council.

The legal and institutional regime of IP law conts to evolve to keep up with changes in the
Kenyan society and on the international scene. \8fitbcific reference to confronting trade in

counterfeit goods, IPRs in Kenya are directly gaeerby the following legislations:

(@) the Constitution of Kenya 2010.

(b) the Industrial Property Act, cap 509 of the lsas¥ Kenya, enacted in 2001 and has been
in operation from T May 2002;

(© the Trade Marks Act, cap 506 of the Laws of ¥@&nwhich has been in operation since

1% January 1957, but has undergone periodic revieves o align it with international treaties;

195 Art 2(6) of the Constitution of Kenya 2010.
10711938] 5 EACA 6.
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(d) the Copyright Act, No. 12 of 2001, enacted 002 but its commencement date was 1
February 2003;

(e) the Anti-Counterfeit Act, No. 13 of 2008, erexttin 2008 and commenced ofi July
2009.

2.4.2.1 The Constitution of Kenya 2010

Since the promulgation of the Constitution of Kenga2010, the state has a constitutional
obligation to support, promote and protect the lieteual property rights of the people of

Kenyal®® This is a realization by the people that IPRs jast as important as property in

tangibles, which had been given quite robust ptmedn the independence constitution and the

subsequent amended versions thereof.

The Constitution refers to the property rights leé Kenyan people, but this does not mean that
the IPRs policy framework should ignore the invens of foreign firms and innovators. As has
been seefh? protection of IPRs without discrimination is sail nurture a good culture of
respect of IPRs generally. Once the consumers aibgied technologies learn to respect IPRs
regardless of the nationality of the owner therduy will learn to respect innovations generally

and Kenyan citizens will benefit as a result.

The fact that the Constitution refers to Kenyangbesuggests that only citizens would have the
locus standio move the High Court for enforcement of thisigdion against the government.
However in enacting legislation or formulating pglin furtherance of this constitutional
obligation, there would be no discrimination betwéee IPRs of the Kenyan people and those of

foreigners.

198 Art 40 (5) of the Constitution of Kenya 2010.
199 B sihanya, “Combating Counterfeit Trade in Kenyafntellectual Property Rights in Kenyén 6).
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2.4.2.2 Trademark Law and Counterfeiting

24221 What counterfeiting entails under trademik law

A trademark is definéd® as any sign which is capable of being represegteghically and
shapes, smells, colours and sounds have beendietthstitute signs capable of registration, at
least in theory. The general conditions that coamofringement of a trademark aftkthe use of

a sign without the consent of the proprietor in twairse of trade in relation to goods and

services, where the use is liable to affect thetioning of the trademark.

Under the Anti-Counterfeit Act, counterfeiting refeto an attempt by an infringer to confuse
purchasers/users of goods as to the origin andeairthose goods. As has been seen edtfier,
the purpose of trademarks is to guarantee theitgeftthe marketed goods. This then enables

the consumer to distinguish the goods from othérighvare from a different source.

In Kenya, this has been an area of protection afmreement of IPRs that has been substantially
litigated. The disputes are essentially with regata trademarks or trade names that are so
similar as to cause confusion. There has howeven be attempt by the courts to set the limits
of the definition of the term “counterfeiting” agtsout under the Anti-Counterfeit Act. The
decided cases that | have seen proceed on thegeréhat there is no dispute as to the meaning

of counterfeit; and that the word denotes an imanb mislead.

In Republic vs The Registrar of Kenya Industrial Prbpdnstitute, ex parte Peter Waite
Magual*® Nairobi, the ex parte applicant who was applyindigial review orders, had been

charged with the offence of “forging and/or coufeging” a trademark.

Even in other jurisdictions, such as the United gdiom, the definition found in judicial
decisions is as set out in the enabling statute. ikRstance, inNokia Corporation vs Her

Majesty’s Commissioner of Revenues & Custbthgpods infringing IPRs means counterfeit

110 3 Mellor‘Kerly’s Law of Trademarks and Trade Nam¢s5" edn, Sweet and Maxwel) 438 [14-010].
1 |bid [14-009].

12 Arsenal F.C. versus Mathew Reed [2003] ETMR 19398

3 High Court of Kenya Micellaneous Case Number 273008
<http://lwww.kenyalaw.org/caselaw/cases/view/777 [Z>August 2014].

11412009] EWHC 1903(Ch).
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goods, pirated goods and goods infringing a paight. The court did not attempt to define the
meaning of “counterfeit goods” but just reprodudbe description set out in the Council

Regulation of the European Unidf.

In the East African region, the burden of proofhwiegards to infringement of trademarks, and
what the party bearing the burden is supposed doepwas laid down by Sir Udo Udoma in
Aktiebolaget Jonkoping vs East Africa Match Cot%ds follows:

“As a general proposition of law, | think | am rigim stating that the burden of satisfying the
court that there has been an infringement of @sdmark is on the Plaintiff Company. It is for the
Plaintiff Company to prove that there is a resemt¥abetween the two marks; and that such
resemblance is deceptive. It is also a well esthbtl principle of law that it is the duty of the
judge to decide whether the trade mark complairfedoes so nearly resemble the registered

trade mark as to be likely to deceive or causeusiof in the minds of the public.”

In the case oPastificio Lucio Garofalo S.P.A vs Debenham & Feat,'!’ the dispute was over
the names Santa Lucia and Santa Maria. The Pfantibmplaint was that the Defendant had
packaged its pasta products called Santa Mariantamner so similar to those of the Plaintiff,
Santa Lucia, as to cause confusion among the psirchpublic, to the detriment of the Plaintiff.
The court found that the Plaintiff had proved obadance of probabilities that the get up and
presentation of the two products was too similatoasause confusion among purchasers of the

products.

From the decisions above, it appears as though afengurts have treated the infringement of
registered trademarks in the same way as passingtattly, passing off is relevant where the
trade symbol alleged to be infringed is not regesle hence the basis of the cause of action is the

goodwill in the trade symbol in favour of the Pl#iin On the other hand, the basis of the action

115 Regulations are the most direct form of EU laws-smon as they are passed, they have binding feg

throughout every Member State, on a par with nafidaws of the member countries. Council Regulaiane
passed by the EU Council. http://www. http://ecapa.eu/eu_law/introduction/what_regulation_en.h&iccessed
on 26.10.2014.

11611964] EA 62.

17 High Court of Kenya Civil Case No. 823 of 2010 tphfftwww.kenyalaw.org/caselaw/cases/view/93464> [20

August 2014].
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in a case for infringement of a registered tradeknsathe deception and confusion caused in the

minds of the purchasing public, to the detrimenthef Plaintiff.

24.2.2.2 How counterfeiting is executed

In so far as a counterfeit is an imitation of agae item, the counterfeiters design their products
such a manner that it mimics most of the featuféleproduct that is intended to be copied. In
the mobile telephony arena, there telephones wathel§ indicating that they are called
“SAMSNUG” or “NOKLA” intended to confuse the consaminto believing that the handset is
the famous brands “SAMSUNG” and NOKIA” respectiveljne physical outlook and get up of
these counterfeit phones will be similar to theim@l products. In the electronics industry, there
has been some low end televisions called “SQNY’ended to pass off as “SONY”,
PANASONIG and PANASOANIC intended to dupe unsuspecpurchasers to imagine that
what they are buying is a genuine popular Japaeésgronics brand, PANASONIC. The
counterfeit and genuine electronic devices, plaidd by side, would look alike, until one looks

at the name, or until one puts it to use.

A matter that has been litigated in our courts gltrese lines is istrategic Industries Limited
vs Strategic Industries Limited NairoBf In this case, the Plaintiff was the registeredppiggor

of the trademarks “CELEBRITY” and “MICHELLE”. The I&ntiff sued the Defendant for
Anton Piller orders as well as prohibitory injumcti orders. The complaint was that the
Defendant was marketing weaves, wigs, artificial had hair extensions (the same products as
the Plaintiff) bearing the names “CELEBRITY WIGShd “CELEBRITY WEAVES -
MICHEELE”

In granting prohibitory orders, the Court said alfofvs:
“... having seen the material used for packagingDeéndants products, which products are
similar to those of the Plaintiff, | am satisfiduat the Defendants marks or usage of the brand
name “CELEBRITY” or “MICHELLE" is not only an infligement on the Plaintiff's trademarks,

but their usage is likely to deceive.”

18 High Court of Kenya Civil Case Number 333 of 26datp://www.kenyalaw.org/caselaw/cases/view/79858>
August 2014].
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Another way of counterfeiting is where the get thg physical outlook and even the registered
name mark and the sign mark are the exact replittkeagenuine product. However, the product
is counterfeit because the actual software thas itifin the case of electronics) is fake and
therefore of low quality. This was the caséNiokia Corporation vs Her Majesty’s Commissioner
of Revenues & Custom&where the marks and the packaging indicated thaptiones were

made by Nokia Corporation when they were not.
Counterfeiting is therefore the highest and maatapit form of trademark infringement.

Trade mark law in Kenya is governed by the provisiof the Trade Mark Act, the common law
of England as recognized under the trademark$*has well as the international instruments

that govern trademark law as recognized under thdeTMarks Act.

The Trade Marks Act does not make any referencthéoword counterfeiting. However, at
sections 7, 8 and 9, reference is made to infrirggrof trademarks. Under the law generally,
infringement connotes the violation of a right. rinffement is a term used especially with
reference to invasions of the rights secured bymisf copyrights and trademarks.With a
specific reference to IP law, infringement of ademark refers to the unauthorized use or
colorable imitation of the trademark already appietpd by another, on goods of a similar class.
The intention in this case being to confuse, dexav mislead other$? Infringement of
trademarks, as used under the Trade Marks Adbeigtore less elaborate than counterfeiting as
described under the anti-counterfeit Att.Counterfeiting is a concept that deals with IPRs
infringement across the board. It deals with patelnademarks and geographical indications as
well as copyrights, whereas trademark infringeniehinited in its scope to trademarks.

Under the Trade Marks Act, the offence closely teglato counterfeiting is forgery of a

registered trademark’ The description of forgery of trademarks under Thade Marks Act is

11912009] EWHC 1903(Ch).
120 gection 5 of the Act preserves the common law tsnaé passing off.
121 B Garner (editor in chiefBlack’s Law Dictionary(9" edn Thomson Reuters 2009) 537-538.
122 i
Ibid 538.
1235 2 of the Anti-Counterfeit Act no. 13 of 2008.
1245 58 C of the Trade Marks Act.
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couched in terms similar to those used in the defimof counterfeiting under Anti-Counterfeit
Act. The key words that denote infringement of éiadrks are used in the definition. The main

words in this case are those that show the intemtidhe counterfeiter or infringéf?

The Trade Marks Act contains offences and the pitestt penalties in the event of bredch.
The offences that amount to infringement are thmgefy of trademarks as we have seen here, as
well as aiding and abetting such forgéf{The elements that are encompassed in the forgery
and abetment of forgery of trademarks have beeaoritdesl quite elaborately under the Trade
Marks Act!?®

For these offences, the penalty prescribed forgmsréound guilty is a Kshs.200,000.00 fine or

h12° There is no reference whatsoever to

imprisonment for a term not exceeding five yeardyat
the quantity or value of goods on which the fined aentence is pegged. It would be illogical to
treat a small scale trader in counterfeit goodhésame manner as an importer/supplier. To the
small scale trader, a fine of Kshs.200,000.00 wdaddsufficiently deterrent, but not so to the
counterfeiter who supplies large volumes of codategoods. This type of penalty is tantamount
to letting off counterfeiters lightly, and does rfwlp in the enforcement measures aimed at

fighting counterfeits.

Further, the law providé¥ that upon the conviction of a person with an ofeennder Part X| of
the Trade Marks Act, the goods declared counterfealy be forfeited to the government.
However, there is a rider that an owner of theimging goods or any person acting on his behalf
may show cause to the contrary. It is not quitarcleow the goods would be disposed of once
the infringer shows cause why they should not bteited to the government of Kenya. In any
event, should it not be that all goods that infendPRs should be destroyed, so that the

counterfeiting industry does not end up benefiting

1255 2(b) of the Anti-Counterfeit Act.
126 part X1 of the Trade Marks Act.
127 |bid s 58F.

128 |hid s 58D.

1291bid ss 58D and 58F.

130 |bid s 58H.
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This notion that infringing goods could find thewmay back to the consumer defeats the whole
premise of trademark law, which is the improvenathe quality of information in the market
place, the reduction of search costs and providssyrance as to quality by virtue of the origin
of goods**! The effect of some counterfeiter having to showseaand then having the goods
returned to him, would be a violation of the theimad foundations of trademark protection. It
would defeat competition, because the goods foonoktinfringing would find their way back

into the market place.

In Kenya, the few decided cases seem to point ¢ofdbt the consideration of the courts in
determining whether or not a mark infringes anotirez is predicated on the need of trademarks

to avoid confusion and deception and hence foatet not stifle competition.

In Glaxo Group Ltd -vs- Syner-Med Pharmaceuticals,'tfdthe names in dispute were
ZINACEF and SYNERCEF. The Name ZINACEF had beenisteged prior to the name
SYNERCEF. When an application to registrar SYNERGE#®S allowed by the registrar of
trademarks in spite of the objections by the owrsfethe ZINACEF trademark, the Court, in
overruling the registrar, found that the name SYNIER is so similar, phonetically and visually
to the registered trademark of the Appellant “ZINAE to an extend that it will cause

confusion and deception in the minds of the public.

There are other Kenyan High court decisions whegecburts have given injunctions barring the
use of names similar to registered trademarkshéncise oPharmaceutical Manufacturing Co
v Novelty Manufacturing Lid® the Plaintiff sued the Defendant alleging, intéa,athat it (the
Plaintiff) was the registered proprietor of a tradark consisting of the word “Trihistamin”,
which included the pharmaceutical and veterinaystances for that word, and set out the
manner in which it was alleged that the Defendaad passing off its product “Tri-histina” as the

Plaintiff ’'s “Trihistamin”, in particular with rega to the packaging.

131 MP McKennaNormative Foundations of Trade Mark LaiMotre Dame Law Review 2007) Vol 82:5 [1839-
1845].

132 High Court of Kenya Miscellaneous Application N@2 of 2009
<http://lwww.kenyalaw.org/caselaw/cases/view/6512B>August 2014].

13312001] KLR 392.
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The court, after comparing the two words in coritentheld that:

“The name of the Defendant’s product so nearlyméded the Plaintiff's trade mark as to be
likely to deceive or cause confusion in the cowké&ade in relation to the pharmaceutical and

medical preparations and substances to which alde tmark was registeretf”

In other instances, even where the names are efffethe courts have invoked the doctrine of
passing off and found that the colours and gergaalip of the Defendant’s product infringe the
Plaintiff's registered trademark. This was the posiin the case dflumias Sugar Company vs
The Option Two Limited & James Ndungu Mboi & Seveambui Ndungd® The Defendants

had packaged their (sugar) products in the samaenas the Plaintiff's.

In court, the Plaintiff produced two packets of fiacked sugar and two packets of the
Defendant’s packed sugar. The court on visual exatigin of the packs made three conclusions:
firstly that the packs bearing the sugar belongmghe Defendant, bore marks and features
which were identical with or so nearly resemblihgge in the packs bearing the trade mark of
the Plaintiff. Secondly that the resemblance wassiaglar and striking that it was likely to

deceive or cause confusion in the course of tradsugar. Such confusion would make a person
buy the Defendant’s sugar erroneously believing ihe Plaintiff's. Thirdly that the Defendant’s

sugar would easily pass off as the Plaintiff’s.

The Court, applying the test set by the Court opéad in the case dfiaria Industries vs P.J.
Products Ltd"* found that an average customer acting with redsenzare would be likely to
be confused by the article complained of, and gdinton Piller orders and prohibitory

injunction against the Defendant.

In other cases, courts have disagreed with thentiffa contentions of there being any

resemblance that would confuse the public. An exansgfound in the decision idnilever PLC

134 pharmaceutical Manufacturing Co v Novelty Manufaicty Ltd [2001] KLR 392.

135 High Court of Kenya Civil Case No. 463 of 2013tph/www.kenyalaw.org/caselaw/cases/view/9925% [3
August 2014].

13611970] EA 367.
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vs Bidco Oil Industrie§’ wherethe court considered what should be considereaiarchining

whether a Plaintiff’s mark had been infringed. Toert held as follows:

“The trademark which was registered in the Pldistihame was ‘Blue Band’ and not ‘Band'.
Since it was a combination of the words ‘Blue Bamtfiich was a trademark, there could be no

property in the word ‘Band’ capable of being progec™®

In the cases referred to, the courts have alwayghdaefuge at Section 14 of the Trade Marks
Act which states that the infringing names, if stégred, would cause deception and confusion to
the public. From the outset, it may look as thougl consumer is being protected from
deception and confusion by the traders. This mdy/lveethe undertone, but on other concern of
trademark law in this regard is to avoid unfair atition. When there is no deception or
confusion as to the origin and source of goods ibtyer of the name or a mark fixed thereon,
then the traders will compete fairly.

Further, section 58H of the Trade Marks Act prosidieat once an offender is convicted, the
infringing merchandise is supposed to be forfeitethe government. The Trade Marks Act does
not have guidelines to determine how the governmahideal with the forfeited merchandise.
This lack of guidelines may end up defeating theletprocess of enforcement. There are no
provisions, for instance, allowing other governmagencies to deal with counterfeit goods.
There is nothing under the law to suggest thatktiern depot, legally established and gazetted,
that would hold such goods. The government compriske all types of persons, and the
likelihood of the infringing merchandise findingeih way back to the market cannot be

discounted.

This fear that counterfeit goods may come back iitgulation is made stronger because
counterfeited goods are usually fast moving consyoneducts. As we have seen in the cases
reviewed in this research, some of these produetfoad products such as sugar and rice. These
products are essentially good for consumption, gha¢ their packaging is misleading and

infringes on IPRs of others. The same goes for amees, where the complaints that have been

137 2004] 1KLR 57.
138 |bid 57.
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received are with regards to the names of the damgsnot necessarily with regards to the active
ingredients. Such goods would easily be repackagedsold, hence defeating the enforcement
process.

At section 3 of the Trade Marks Act, the officetloé Registrar of Trade Marks is created. Under
section 2 of the Trade Marks Act, the Registrarlisba the person for the time being the
Director of KIP1:* The fact that the Director of KIPI is the Registoé Trademarks shows that
the Industrial Property Act complements the Tradarkd Act with regards to administrative
functions. KIPI therefore has roles to play witlgaieds to trademarks, especially the registration.
This is seen at section 5 of the Industrial Prgpadt which indicates one of the functions of the

“institute” (i.e. KIPI) to be to ‘consider appligahs for and grant industrial property rights’.

The registrar’s functiort&” are to advise applicants on whether or not a masign or name is
registrable. It is in the exercise of such powhet the registrar listens to objections and dediver
rulings. An example is found iGlaxo Group Ltd -vs- Syner-Med Pharmaceuticals t'tathere

a registrar’s decision to allow the registrationaofvord mark was challenged and overruled by
the High Court. The registrar, in such sittings eofquasi-judicial nature, also constitutes a
tribunal under the Trade Marks A¥ The High Court too constitutes a tribunal under Thade
Marks Act!*® This is in situations where an application is maxléhe Court in a matter pending

before the registrar, or where the registrar makéscision which is then appealed from.

24.2.2.3 Counterfeiting as passing off

Passing off is defined as a tort that is basedentbn the common la#* However, much as it
has its foundations in the common law, it has sieen codified and developed further by case
law. With respect to counterfeit trade, passingrefers to the making of any goods that are

identical or similar to a competitor's goods withdbe authority of the competitor. A trader,

139 The Kenya Industrial Property Institute is eststid under Section 3 of the Industrial Property @ap 509.
140 5ee s 43 of the Trade Marks Act.

1L Glaxo Group Limitedn 132).

142g5ee s 2 and 53 of the Trade Marks Act.

143 See s 53 of the Trade Marks Act.

144\WVH RodgersWinfield & Jolowicz Tor(18th edn Sweet & Maxwell 2010) 908.
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who conducts himself in such manner, would be passff his goods as those of another. The

Trade Marks Act therefore incorporates the comnaentbrt of passing off*®

The basis of an action for passing off is the exise of a misrepresentation by someone that
“the goods and services they are selling are tlelgand services of the claimaft®The cause

of action is supposed to curtail a trader who seeks

“to use names, marks, letters or other indicia byctv he may induce purchasers to believe, that

the goods which he is selling are the manufacttiemother person-*’

In Consorzio del Prosciutto di Parma vs Marks & Speridie**®

the court set out the necessary
elements for an action for passing off as proof gwodwill subsists in favour of the Plaintiff;

there has been misrepresentation by the Defenddrtha Plaintiff has suffered loss as a result.

Goodwill - a claimant (Plaintiff) must prove that he haguaed goodwill in the goods, name or
mark that has been infringed. Goodwill has beemddfvariously, depending on the character
of the cause of action.

In British Diabetic Association vs Diabetic Societd''! it was defined as the attractive force in
obtaining financial support. IReckitt & Coleman Products Ltd vs Bord®the court defined
goodwill to include any unusual or distinctive fexa of packaging or shape of the article itself.
Previously, the shape of the good itself couldambunt to goodwilf>*

For goodwill to subsist, it must be established tha name or mark has been in'déand the
period of such use is usually a matter of factStannard vs Redy" a period of 3 weeks was

deemed sufficient to have created goodwill.

145 Trade Marks Act, cap 506, section 5.

16| Bentley & B Shermaintellectual Property Law2" edn Oxford 2004) 706.

147 As per Lord Langdale MR in Perry v. Truefitt, [184% Beav 66; 49 ER 749.

14811991] RPC 351.

14911995] 4 All ER 812.

15011990] All ER 1873 HL.

151 Anselm Bleakley & Watsorintellectual Property & Media La3" edition Blackstone Press 1999) 103
52 |pbid 104.

15311967] RPC 589.
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Further, goodwill only attaches to a particular ggaphical area. This is usually where the
business is carried out using the distinguishirguie that is claimed to be infring&,or where

the goods are known.

Misrepresentation — a claimant must prove misrepresentation on the gfathe infringer. He

must demonstrate that there has been a misrepaéiseniade by the competitor in the course
of trade that has led to confusion in the mind le tustomer. For example, software called
“Bizplan Building” was held to be a misrepreseraatof a pre-existing software package called

“Business Plan Builder*>®

For misrepresentation to be deemed to lead to sanfuthe misrepresented product or service
must in the same category as the product or seclaiming misrepresentatidn® For example,

in the case oHarrods Ltd vs Harrodian Schodt’ the Harrods department store was unable to
claim passing off against Harrodian School becdhneee was sufficient difference between the

concerned fields of activity so as to avoid cordansn the mind of the public.

Damage — in civil process, a claimant would not succelégtoe granted relief under passing off
unless there is proof that the conduct complairfdtae caused, or is likely to cause damage. In
the case of passing off, the claimant must dematestone or several of at least 3 types of
losses:>® The first type is the loss of profit in an exisfimarket, which occurs where a customer
buys the goods of the competitor believing thas ithe claimant’s goods. This is a direct loss.
The second type is that occasioned by the clail@ing prevented from venturing into a market
because a competitor has already established a, mar#tuct or service similar to his in that
market. The third type of loss is that occasiongtbbs of reputation by the claimant by virtue of

the fact that the competitor’'s goods are of anriafequality to those of the claimant.

134 \Wombles vs Wombles Skip Hire [1977] RPC 99.
135 Jian Tools for Sales Inc. vs Roderick Manhattaouprltd [1995] FSR 924.
%6 |ntellectual Property & Media Law (n 82) 105.
157 |
Ibid.
% |bid 106.
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It has been held in various cases that once gobdmdl misrepresentation is proved, damage is
presumed to follow there from as a matter of caulrs®raper v Trist>® Lord Goddard said as

follows:

“In passing off cases, however, the true basisi®faction is that the passing off of the Defendant
of his goods as the goods of the Plaintiff injuttess right of the property in the Plaintiff, thaghit

of property being his right to the goodwill of ligsiness. The law assumes, or presumes, that, if
the goodwill of a man’s business has been intedfevith by the passing off of goods, damage

results there from.”

The aforesaid considerations were brought outenctse oBeirsdorf Ag v Emirchem Products
Limited™®° the judge said as follows at page 18 of the judgme

“First, (the Plaintiff) must establish a goodwill ceputation attached to the goods or services
which he supplies in the mind of the purchasinglipully association with identifying “get up”.
Secondly, he must demonstrate a misrepresentaitimebdefendant to the public (whether or not
intentional) leading or likely to lead the publiz believe that goods or services offered by him
are the goods or services of the Plaintiff. Thirdig must demonstrate that he suffers or,qoia
timet action, that he is likely to suffer damages bysognof the erroneous belief engendered by
the defendant’s misrepresentation that the sourtdeeadefendant’s goods or services is the same

as the source of those offered by the Plaintiff’

Therefore, the common law regime of passing ofimgortant in prevention of deception
through unauthorized use of unregistered trade elgn@his may be principally a matter of
trade and competition but it is worth consideringR because these symbols acquire value due

to continued use.

There have been legal disputes with regards totemopf names that take advantage of the
goodwill of competitors. IfJnilever PLC vs Bidco Oil Industrigé® the dispute was over the
names Blue Band and Gold Band. The Plaintiff argned the word “Band” had come to be

15911934] 3 All ER 513.
16012002] 1KLR 876.
16112004] 1KLR 57.
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associated with the Plaintiff's products for ovér fears and hence substantial goodwill had
been acquired in that name. The Defendant arguedntt confusion arose between the words
“Bidco Gold Band” and the words “Blue Band.”

The court agreed with the Defendant and in dismgssine Plaintiff's suit, said that the whole
phrase (Blue Band and Bidco Gold Band) should bkdd at together. It was therefore wrong to

base the complaint solely on the word “Band”.

2.4.2.3 Copyright Law and Counterfeiting

Copyright is a pertinent IPR insofar is it protecisd preserves cultdfé as well as
technology*®® The law that governs copyright protection in Keiizdhe Copyright Act, No. 12
of 2001.

2.4.2.3.1 Counterfeiting as breach of copyright andelated rights

Under the Copyright Act, counterfeiting also reféosthe infringement of copyright through
violation of author’s rights or related rights. Wmdsection 2 of the Copyright Act, an author is
defined variously, depending on the work that isxgpeconsidered. For instance, when dealing
with software, the definition of a computer prograer would be of relevance, and this refers to
a person who exercised control over the workinghefprogram. Therefore, if the software of a
telephone is counterfeited, action can be takenewrhke Anti-Counterfeit Act against the

infringer for “manufacturing the software in vialat of an author’s rights.”

It is possible for a counterfeit item to infringetbh trademark and copyright. A case in point is in
the Pastificio Lucio Garofalo S.P.A vs Debenham & Fé#dl,*** where the Court agreed with
the Plaintiff that the Defendant’s use of the wot8anta Maria” amounted to infringement of

the Plaintiff's copyright in the words “Santa Lutia

182 Through folklore, musical, artistic and authosiairks.

183 Through protection of literary works, with partiaureference to computer software, and to somengxsound
recordings.

184 |bid.
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Therefore, it is evident that the way counterfgjtis defined under the Anti-Counterfeit Act, and
enforced by our courts, is much wider than under TRIPs Agreement. While TRIPs
specifically refers to violation of trademarks, enthe Anti-Counterfeit Act counterfeiting refers
to violation of a wide spectrum of IPRs, with pandlar reference to trademarks and copyrights

and related rights as well as geographical inddoatiand industrial designs.

Professor Sihanya defines counterfeit trade aprih@uction and sale of goods, technologies and
services that are similar, or substantially idealficto legitimate products without the
authorization of the owner or the licensee of fRavhich protects the legitimate prodd®tThis
definition suggests that counterfeiting encompassete in both industrial property (protected

technology) as well as copyright.

2.4.3 The Anti-Counterfeit Act No. 13 of 2013

The main legislative enactment that is meant toxtarurade in counterfeit goods of all types in
Kenya is the Anti counterfeit Act. In IP law, “cawnfeiting” is in most cases limited to
infringement of trademarks. The definition of thernt under TRIPs specifically refers to
trademark infringement. Further some commentatarfPolaw in general, and counterfeiting in
particular, view counterfeiting in the same narqowgm as the TRIPs Agreement. An example is
Gene M. Grossman and Carl Shapifavho view counterfeiting as infringement of tradeksa

of brand name products. To these commentators,tedeaiting is therefore infringement of

registered marks and names.

The reason for this narrow view appears to arismfthe tendency to associate counterfeiting
with trade. It is only with regards to public héathat the discussion on counterfeiting tends to
conflate three issues, namely counterfeit goods amatlicines that infringe trademarks,

medicines that infringe patents and thirdly, fa¢sif medicines which contain the wrong or

insufficient active ingredients’

185 B Sihanya ‘Intellectual Property Confronts Coufgging in Africa (n 19) 330.

186 G M Grossman & C Shapit@ounterfeit Product Trade’(n 83).

187 D Mathews Counterfeiting and Public HealthQueen Mary University of London School of Legaides
Research Paper No. 86/2011 <http://www.ssrn_ id32935 [ 28 June 2014].
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In the technological goods industry, a typology hat emerged, in the same way that it has in
counterfeiting of medicines. Telephones (for exajplike medicines, embody both a goods
element and a technology element. Counterfeitinth@se devices would result in infringement
of trademarks and either copyright or patents dh.b8oftware is protectable as patent and as

well as copyright under our regim®

As has been seen earlier, the Anti-Counterfeitidcjuite far reaching insofar as it incorporates
aspects of infringement of patents and industriesighs, infringement of trademarks and
geographical indications, infringement of copyriginid related rights and even the common law

offence of passing off.

The Anti-Counterfeit Act is even more far reachitttan South African legislation. The
Counterfeit Goods Act 199% of South Africa has a limited scope insofar dsduses solely on
goods; hence it is not available to innovators aodsumers dealing with ICT products and
technologies. A comparison with South Africa is apthis case because it is by far the biggest
economy in Africa”® with a GDP of 350.6 billion US Dollaré! compared with Kenya's GDP
of 44.10 billion US Dollars!?

The Anti-Counterfeit Act establishes an agehéknown as the Anti-Counterfeit Agency. The
main mandate of the agency is three pronged: Toreafthe provisions of the Anti-Counterfeit
Act, to educate the public on counterfeiting issaled to combat counterfeiting in Ken¥/4.This

is the main institutional mechanism through whiolhirterfeits are fought in Kenya.

To commence the enforcement process under theGminterfeit Act, section 33 provides that

the IPR owner, successor in title, agent or licensbo has reasonable cause to suspect that

%8 5ee s 2 Copyright Act, No. 12 of 2001, which ditms “literary works” as amongst other things, coiep
programs. Computer programs are further definadsisictions that can cause a computer to perfartiqular
tasks.
199 Act Number 37 of 1997.
170 According to data by the World Bank < http:/daiarldbank.org/data-catalog/GDP-ranking-table> 3@yést
2014].
Yhttp:// www.data.worldbank.org/country/south-afr[88@ August 2014].
172 hitp://www.data.worldbank.org/country/kenya[30 Ais2014].
173
S 3.
%3 5 Anti-counterfeit Act No. 13 of 2008.
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anyone is engaged in activities that amount to wtaiting to lodge a complaint with the

Executive Director of Anti- counterfeit agency.

According to a senior Anti-Counterfeit officer &etAgency’’® the provision at section 33 of the
Anti-Counterfeit Act, that it is only the holder ah IPR, his successor in title, licensee or agent
who may lodge a complaint on counterfeits has digathges and contributes to undermining
the fight against counterfeits. In the field of gsdhat embody technology, it has led to the low

prosecution of counterfeiters.

Taking the example of the mobile telephones as aglthe consumer electronics industry, the
multinational companies that manufacture theseymisdhad for a long time viewed the Kenyan
market as small, and therefore not worth spendasgpurces on with regards to protection of
IPRs. They therefore had no mechanisms in plageotize the market and ensure that their
products are not counterfeited. Insofar as the -@utinterfeit Act provides for inspectioff,
inspectors can only act on a complaint. The ordppgbe who would complain would be
consumers who had purchased seemingly genuineaiectgadgets which turned out to be
counterfeit. Consumers are not among the peopleambaecognized as potential complainants

under section 33 of the Anti-Counterfeit Act.

Once a consumer discovered that the Sony televsabor stereo, Nokia or Samsung phone had
bought was a counterfeit, they would report to &gency. The agency could not handle a
complaint outside the purview of section 33 of Argi-Counterfeit Act, and would instead refer
the consumer to the police. The police do not hidne capacity to determine a counterfeit
electronic gadget from a genuine one. They wouldiin refer the complaining consumer to the
Kenya Bureau of Standards (KEBS). The KEBS wouke tzustody of the gadget and dispatch it
to the local accredited agent of local office degliwith the electronic gadget allegedly

counterfeited.

5 Interview with Francis M. Kamau, Senior Anti-Coarfeit Inspector, ACA (Nairobi, Kenya, 11July 2014)
17035 22 & 23 Anti-Counterfeit Act.
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If it turned out that the product was indeed cotfete KEBS would request that the agent refers
the matter to the Agency and action would be taa®mprovided for under the Anti-Counterfeit

Act. The agent’s complaint would then be acted upon

However, the perceptions of the manufacturers chrtelogy to the Kenyan market are
changing. Such multinational telephone handsetsufaaturers and consumer electronics
manufacturers such as Sony, LG, Nokia and Samswawg local accredited agents and
distributors that have the mandate to monitor tlagket and complain to the Agency in the event
that there is infringement. However, a majoritytbé complaints still emanate from private

individuals and the circuitous process involving police and KEBS is usually followed.

The problem still remains unresolved in cases whieesIPR owner whose rights suspected
counterfeit goods infringe is a company that laaksresence locally. In such cases, there is no
mechanism for verifying whether the true charaofethe suspected infringing goods, or in the
case of blatantly counterfeit handsets, there Ikely to be a complainant. The agencies are
dealing with an actual article alleged to be corfate For any meaningful determination to be
made on whether the article is counterfeit or iog¢, specialist manufacturers or their agents
ought to inspect them. For manufacturers withoyt presence locally, this becomes a difficult
task for the Agency and for KEBS.

This shows that the law can only go so far, ikihbt supported by the owners of the IPRs that

are infringed by the counterfeiters.

2.5 The institutional framework against counterfeitng in Kenya

The institutional framework that is designed tohfigounterfeits in Kenya is not centralized.
Though in some instances it is anchored in lawhsasthe ACA and KECOBO), in others it is
an incident of the general process of law enforceme society (such as the police, the
judiciary). The industry lobbies such as the KAMaplay a very critical role in sensitizing their
members on how to counter counterfeits, and theg &bby the government institutions to

ensure that industry friendly policies and laws emacted to fight the problem.

Y7 This information was obtained from the ACA (se¢enb75).
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Further, it is noteworthy that counterfeiting ismaach a trade problem as it is an IPRs problem.
Much as this thesis is not about trade issues, fact that if counterfeiting is curtailed in the
realm of trade, it shall cease to be a problem ewetPRs protection. To deal with the

counterfeits that are imported into the countrg, ¢hstoms department is a critical player.

The whole problem of counterfeits would be effeetyvcurtailed to a much greater extent if
counterfeits were barred before release into thek@hapreferably at the point of entry. The
Customs & Excise A2 empowers the officers of the Kenya Revenue Autida control the
entry of customed goods into the courttfyit would however be unduly burdensome and out of
sync with the intent of the legislature to requareustoms officer to concern themselves with
IPRs issues. It is worth noting that this is anadgtarliament to provide for the management and
administration of customs, for the assessmentgehaind collection of customs and excise duties
and for matters relating thereto and connectecethién. This Act and its institutions is therefore
an instrument ill suited for the task of contraflicounterfeits. This law would therefore be ill

suited to fight counterfeits effectively as an Ip®blem.

The main institution under the Copyright Act is tkenya Copyright Board that is established
under section 3 of the Act. The main role of theailp with regards to the war against
infringement of copyright, is contained in part Wtlee Copyright Act. Under this part, the Board
has the power to appoint inspectors whose dutlall ¥e to enter any premises to ascertain if

there are any merchandise or activity therein mtrewention of the Copyright Act.

Right now, the Board has 11 inspectors all secorfech the Kenya PolicE® These 11
inspectors are expected to police the whole counityich is a daunting task, and it is
inconceivable how they can be effective in theirkvd he role of inspectors is to enforce the

Copyright Act and safeguard against infringemeriteyf do this through entry into premises,

178 Cap 472 Laws of Kenya.

19512,

180 _ecture delivered by Miss Hellen Koki Maina, Dep@hief Legal Counsel, the Kenya Copyright Boardirbibi
(University of Nairobi, Parklands Campus, 2 Sepier 2013).
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inspection thereof, and seizure of any infringingramandise and prosecution of offenders. It is

difficult for 11 people to undertake such a tastoas the country.

Further, police officers are not answerable toBoard. Under section 8 of the National Police
Service Act® the overall command of the national police serigcender the Inspector General
of Police, who may delegate such command to officerder him. Insofar as he cannot delegate
the functions to a civilian body (such as the Batitere is no mechanism for the Board to be in
control of the police offices so seconded to itisTimeans that these inspectors may not always
be available at short notice when called upon tereany premises. This may compromise their
effectiveness in combating infringement.

Further, the police in Kenya have been known ay werrupt'®? and entrusting them with
dealing with IP merchandise may be self defeatmghay could easily be bribed. The purpose

sought to be achieved by using them in this manmresr not therefore be achieved.

In the realm of counterfeiting of technological dgep such as mobile telephone handsets in
Kenya, the relevance of copyright law would be totgct the software that runs the handset.
Under section 22 of the Copyright Act, literary w®mrank at the top of the works eligible for
copyright protection. Under section 2 of the CoglgtiAct, literary works means, irrespective of
literary quality, computer programs (among otherkspor works similar thereto. It is therefore
safe to conclude that the software that runs irohil® handset is in fact a computer program or

a work similar thereto and is protectable as aditework under the Copyright Act.

How plausible is it for the creator of what is porf@d to be copyrightable software to sustain a
claim for infringement under the Kenyan legal regimFor this claim to be sustainable, the
software that is installed in the telephone handsght to be an exact replica of the innovator’s
for there to be infringement. Copyright does nait@ct ideas or information or data per se, but
rather the original expression of these ideas,rmé&tion or data that has been embodied in a

fixed, tangible form.

181 Cap 84 Laws of Kenya.
182 http://www.capitalfm.co.ke/news/2013/10/corruptidmives-in-kenya-police-force/ [260ctober2014].
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It is therefore quite possible that the device a@mme that passes it off as that of a mainstream
manufacturer of telephone devices, but the softwiaaé runs on the counterfeit device is not
pirated, but is an original of vey basic standadtigs worth noting that the Copyright Act
specifically provides that the literary quality thie work is irrelevant when considering whether
or not a work is protectable. Indeed, one of thesoas that the CCK gave for ordering the
switching off of counterfeit phones was that “thasye of poor quality and have a short life

span.*®

For this reason, the likelihood that the countérfebile handsets were switched off by the CCK
because they had counterfeit software is quite tenthey may have had “original” software
developed by the counterfeiters but of such poalityuthat the devices on which it ran had
short life spans, compromised the quality of servzovided by the service providers and

emitted high levels of radiation.

The most counterfeited works in Kenya, accordingh® Kenya Copyright Board? are music
and film piracy where CDs and DVDs are written gadsed off as genuine ones; book piracy,
which targets mostly fast moving books, especisdigondary school set books; software piracy,
mostly computer programs; broadcast piracy, in dase, the biggest victim is Multichoice,
whose DSTV broadcasts are pirated by people whapseecoders and satellite dishes and then

sell the broadcasts to unsuspecting consumers.

2.5.1 Counterfeit mobile telephones and the Anti-Qmterfeit Act: A Case Study
The provisions of section 33 of the Anti-Counterf&ct are of particular relevance as regards

mobile telephones in particular and electronic goodgeneral.

The lack of a complainant as prescribed by se@®mf the Anti-Counterfeit Act law leads to

inaction by the agencies charged with legal enfomr@ and fighting counterfeiting. These

183 http://www.cck.co.ke.
1844 K Maina (n 180).
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agencies, if undiscerning, may then assume tha¢ @@ no counterfeits in this particular sector
of the economy. The assumption that a lack of camfd means that there are no counterfeits is

erroneous.

When the CCK directed service providers to switéhcounterfeit mobile phones, the Anti-
Counterfeit Agency alleged that it did not have Wiealge of availability of counterfeit mobile
telephones in the country. Mr. John Akoten, theiA&ntinterfeit Agency Deputy Director in
charge of Research and Awareness at the timehtawitch off was proposed by the CCK, said

as follows:

“A manufacturer or agency of the genuine produst teaproduce the IPR form and then file the

indemnity form, which many manufactures or agenaresunwilling to do.*8°

He stated further that the indemnity form seekefture in case the product is not proved to be

counterfeit and the complainant will pay damagdsctvseems to scare away the complainants.

This very wrong impression that a lack of complaittt the Agency automatically suggests that
there are no counterfeits seems to have captiiaedigency. There was a tendency by Mr.
Akoten (incidentally, he has since been elevatatliarthe Chief Executive Officer of ACA) to
cling onto technicalities in a bid to deflect atien away from the Agency, especially when he
said that

“No mobile phone manufacturer or distributor hasmptained of sale or distribution of
counterfeits in the market; as such anyone talkingounterfeit phones in Kenya could only be

engaging in hearsay. 186

It does not augur well for IPRs protection when state agencies fail to agree on such a straight
forward factual issue of whether or not there aventerfeit telephones in the market. This is an

issue that can be empirically determined. Thelireqent of section 33 of the Anti-Counterfeit

185TMC News, 30.08.2011Alarm sounded on bid to switch off fake phones’
http:/Aww.tmcnet.com/usubmit/2011/08/30/5738788.h{ra8 August 2014].
186 ||y;

Ibid.

58



Act notwithstanding, a counterfeit telephone hahdses not acquire genuineness just because it
has not been flagged as infringing IPRs. The pronisf the law only serves to set in motion the
process of enforcement; it does not mean thataidg that have never been the subject of a

complaint are necessarily not counterfeit.

However, whether or not a particular product ordymcounterfeit is a matter of fact as well as
of law. The government agencies have a duty to wagkther, because if they talk at each other
instead of talking to each other, then it can didycounterfeiters who benefit.

When counterfeiters benefit, the IPR owners, thaipand the government agencies end up on
the opposite end of the spectrum. For instanceatagdability of counterfeit mobile phones in
the market directly impacts on the effectives & @ommunication Authority of Kenya. That is
the reason why it was the Authority, then knowrtles CCK that instructed telephone service

providers to switch off counterfeit mobile phones.

The mandate of the CCK was derived from the prowmsiof Part VIII of the KICA, which

regulates type approval of terminal equipment. Teainequipment under the KICA includes
telephone equipment, and the purpose of type appiisvto “ensure that the connection of
apparatus to the telecommunications networks doedamage or jeopardize the integrity of the
telecommunications network®’ The procedure for type approval is also providedihder Part

VIII of the KICA. There is a requirement that anpépation for type approval shall provide for
among other things, the name of the manufacturéhefquipment for which type approval is

sought'®® This requirement ensures that counterfeit phoress mot be approved.

A counterfeiter will unlikely be audacious enoughsubmit their counterfeit version of Nokia,
Samsung, LG equipment or other telephone equipfoetype approval. In any event, they will
seek to exploit the fact that such equipment frookitl, Samsung or LG will already have been

type approved.

187 part VI rule 50 of the KICA.
188 5 52 of the KICA.
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The Communications Authority (CA) is the successmrthe now defunct (CCK). Like its
predecessor, the CA the custodian of the type appnorocess. However, it has no way of
preventing non-type approved devices from accesiagnetworks; only the service provider
can do this. Therefore, any mobile device whetlgpe tapproved or not has capability to be
connected to the networks. The work of the regulatanade even harder by the fact that the
mobile service providers, being business people, atracted by numbers. They would not
unduly make a fuss about the gadget that the cuestarilizes to access the network. The
regulator therefore is left with a big burden.

The regulator has absolutely no way of controllihg entry of these counterfeit non-type
approved gadgets into the market. That role oughbd played by other agencies of the
government, such as customs department, whettmurghrthe Kenya Revenue Authofftyfor
imports into the local market, or under the auspicethe East African Community Customs
Management Act, 2082 for imports transiting through the country to Udaror Rwanda and

beyond.

Once the handsets are already on the market, thutater cannot police them with a view of
confiscation and punishing the people trading EnthThat role falls within the mandate of the
ACA, which has to ensure that people do not tradeounterfeit goods. The owners of the IPRs
also have a legal duty to complain if their IPRtpobed goods are counterfeited. Further it is
wrong for the telephone service providers to Idok other way and conveniently ignore the fact
that there is infringement of IPRs through theitwarks when they allow counterfeit, non-type

approved equipment to access servides.

The consuming public is either gullible or just ghmses counterfeits because they are cheaper.
Most people cannot tell a counterfeit phone fromgeauine one; while those who are able to

differentiate fakes from the genuine buy the codeits because they are cheaper.

189 Established under s 3 Kenya Revenue Authority@ag 469 Laws of Kenya.

10 This is surmised from its preamble, which sayisifAn Act of the Community to make provisions for the
management and administration of Customs and fatec matters.

1 The Chief Executive Officer of Telkom Kenya at tirae, Mr. Mickael Ghossein, is quoted as sayiraj tthe
suppliers should be controlled and the regulatoukhput in place strict measures to avoid the aat&distribution

of counterfeit phones.” This shows that to him, pineblem lies with the suppliers and the regulaaod the
telephone service providers are blamelessv&eg.tmcnet.com/usubmit/2011/08/30/5738788.{tm.85).
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The regulator has the mandate to move in espediaftyugh public education and sensitize
people about the difference between genuine hasmdsel counterfeit ones. The Agency and the
IPR owners, on the other hand, can collaboratensure that access to counterfeit telephone

handsets is difficult.

On their websité® the regulator (i.e CA) has information about whatounterfeit phone is,
how to tell a counterfeit phone from a genuine de, hazards posed to a consumer by a
counterfeit phone and how to purchase a genuinaghdowever, a reading of these guidelines
suggests that the same were promulgated after sialechad been reached to switch off
counterfeit mobile phones, which then shows thatdlmay have been no information about
what amounts to a counterfeit telephone. Howeuvgresent, the information is available.

In the East African Region, there has been an attebim switch off counterfeit phones in
Tanzania, Rwanda and Uganda. However, those effaits been hampered by a feeling among
the stakeholders and consumers that a switch offdvoe tantamount to curing the symptoms
while failing to address the root cause of the f@wb There seems to be widespread consensus

that the main problem is counterfeit phones bempped into the countries.

A Tanzanian trader, quoted in Biztech Africa, sasdollows:
“It is something to wonder, how the governmentlisvéing businessmen to import fake phones
into the country and then is preparing to switchnthoff. Why doesn’t it stop them from

importing these phones?®

In Uganda, the switch off had been scheduled foN@vember 2012, but it was postponed for
12 months to % July 2013. Explaining the postponement, the direcof Uganda

Communications Commission said as follows:

192 hitp://www.cck.co.ke [20August2014].
193 www.biztechafrica.com/article/tanania-worries-ovake-phone-switch/494 128 June 2014].
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“We want to sensitize people about the featuresfable phones so that the public and

businessmen importing phones know exactly what #neyouying or importing®*

This approach seems to be the correct one, buesiumes, not quite accurately, that the traders
are duped into importing counterfeit phones; ort tbastomers necessarily buy counterfeit

phones unknowingly. The majority of the countedestknow that what they are engaged in is
illegal. In fact, most counterfeiting business issped by criminal syndicates. Further, some
consumers know full well that what they are puraingsare counterfeits, but purchase them

anyway because they are cheaper. In any eventdhewill work, albeit for a much shorter

period than the genuine item.

2.6 Whether the Standards Act can be used to boést the framework in the fight
against counterfeits

The Standards AEP is an enactment whose role is "to promote thedstalization of the
specification of commaodities, and to provide fog 8tandardization of commodities and codes of
practice; to establish a Kenya Bureau of Standaadslefine its functions and provide for its
management and control; and for matters incideéataind connected with, the foregoirtg®"

The Standards Act sets up a buréauwhose functions include the promotion of the
standardization in industry and commerce, as vetha testing and provision of facilities to test

or examine commodities.

The bureau is supervised by a coufigiwhose other functiod® include doing all things
necessary to execute the functions of the Stand&ctisThis body is the main administrative
organ set up under the Standards e Act and hasrdbenship that comprises of a chair person, a

secretary, seven ministerial appointees who shallphblic officers and eight ministerial

4ywww.newvision.co.ug/news/636921-fake-mobile-phoaedsets-to-be-switched-off-next-

year.html[28 August 2014].

195 Cap 496 Laws of Kenya

1% see the preamble to the Standards Act Cap 496 batésnya.
1973 3 Standards Act Cap 496 Laws of Kenya.

198 |bid s 6.

bid s 7.
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appointees knowledgeable in matters of industtaidards or other matters that the bureau may

be concerned with.

The minister also has residual powers to appoifurther 5 people whose expertise may be

called upon once in a whif&

The minister may appoint inspectdfsvho have far reaching powef%.The powers relevant for
the purposes of this thesis include entry of presier purposes of inspection. Upon such entry,
the inspectors may take samples of any suspect oditigs, require the production of any
documents or any information relating to any comitiegl The inspectors may also seize and
detain goods suspected of not meeting the set atadsid Once they have completed
investigations relating to the goods, and dependm@ny findings that shall have been made,
they may order that the goods be destrdyad.

Another organ that the Standards Act creates iStaedards TribundP? This tribunal is created

in recognition of the fact that disputes will alvgagrise in the course of administration of the
various functions of the bureau. The tribunal tfemes provides a mechanism for resolving such
disputes speedily and cost effectively. Any peraggrieved by a decision of the tribunal may

appeal to the High Couft>

In view of the elaborate institutional frameworkdl@ut therein, resort could therefore be had to
the Standards Act. The principal role of the stadsl@ct is to promote the standardization of the
specification of commodities. A counterfeit comntgdhould not pass any standard, however
minimal, that may be set under the Standards Abis Would suggest that the spirit of the
Standards Act could be harnessed and resortedtt@ifight against counterfeits. However the

problem lies in the fact the functions of the Burek not specifically refer to considerations of

20 |hid s 6(3).

2% 1pid s 13.

22 1pid s 14.

23 hid s 14A.

24 5ee s 16A of Standards Act Cap 496 Laws of Kenya.
205ihid s 16D (3).
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IPRS, let alone protection thereof. There is thmeefbsolutely no framework for consideration

of such rights.
To require the Bureau to be involved in matters #ARuld not be novel, and would be a way of
widening the infrastructure that is already avdéah order to rein in counterfeits. All that needs

be done, in the case of the Standards Act, is agaile enabling provisions.

Once the law is enabled, then the mechanisms uhde8tandards Act would be co-opted into

confronting trade in counterfeit goods.
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CHAPTER THREE

3. Effects of trade in counterfeit goods — selectazrhse studies

Counterfeiting afflicts goods, services and tecbhgms. The problem of counterfeits straddles
various sectors in the economy. Apart from beingnégllectual property problem to innovators,
it has political ramifications insofar as it may$t to uneasy relationships between nations. It is
also a trade/economic problem and a public heathlem.

3.1 Counterfeiting: national, regional and internatonal concerns

The grant of IPRs is underpinned by some theolediod conceptual premises. The main aim of
their grant is to safeguard innovations, and tleeeefnnovative activity. This way, society will
benefit, be it through a thriving economy, bettealth services (because of safe drugs and

medical implements) or enhanced security.

Counterfeiting therefore raises concerns for thenty because counterfeits pose problems to
the economic sector, to the health sector anda@dintry’s security. Among the reasons for the
grant of these IP rights is to incentivize innovateo that they invest in the economy. In so
doing, they reap benefits as a reward for theiegtiment of money, skill, judgment, effort and

time on research and developméfit.

To enable them reap a reward from the sweat of tw, there should be a system of
protection which ensures that their invention i$ stolen by counterfeiters. If counterfeiting is
not curtailed, there will be unfair competitionetbntrepreneurs of genuine products, goods and
services will lose revenue, this will lead to laggobs and reduced investments.

Where the entrepreneurs of genuine products chmofight back, they will have to be more
creative and innovative so as to outdo the comgpetitom counterfeits. These resources that
would have otherwise been utilized elsewhere wi#réfore have to be channeled into this

endeavour. This will lead to increased costs; thieepreneurs may become uncompetitive and

2% |bid.
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choose to relocate to other markets. The econanwell as the consumers will lose as a

result?®’

IPRs help foster quality assurance in the econdbounterfeit goods are therefore dangerous
because they are made by people whose concerleig swnetary. Such goods therefore put the
health of users at risk. In case of motor vehiglars parts, gas cylinders and drugs, the effects
could lead to death or long term debilitating effeen health. The quality of goods so made is
irrelevant to the counterfeiter. The conditions emahich the goods are made are horrendous,
and amount to serious breach of human rights. Therenstances where the counterfeit goods

are made with child labour, and the children useeeheen dehumanizé¥,

With regards to security, a good example in Kenga been the use of mobile telephones for
illegal activities such as terrorism and ordinarynes. This has been facilitated by counterfeit
mobile handsets whose identification cannot bertsoed. This has in the past led to the former

CCK to switch off counterfeit gadgets from acceggime networks.

In the region, Kenya has not been spared from yimarics of cross border counterfeiting. In
cases where counterfeiters have found it diffitalship counterfeit goods directly into Kenya,

they first import them into Uganda then re-expbem back into Kenya.

This is designed to take advantage of the factllgginda has inadequate structures to confront
illicit trade. When Kenya seizes counterfeit gotitlt have been imported through Mombasa but
are destined for the Uganda market, it is accusederstepping its mandate. The establishment
of a one stop border point that allows a tradgyayp taxes in one port makes it difficult to trace a

container once it leaves the port, therefore maldogping of counterfeit goods into the

economy much easier for unscrupulous traders.

27 B Sjhanya ‘Intellectual Property Confronts Coufeiing in Africa (n 19) 339.
208 b Bukszpan ‘Counterfeiting: Many Risks and Manytifns’ < http://www.cnbc.com/id/38229835
[11September 2014].
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This issue is captured Panyahululu Company Limited —versus- Anti-CounieAgency (ACA)

& the Director of the Public Prosecutions & Socid& as an Interested Pafy. A container
imported through Mombasa port and destined for dgamas impounded by the ACA and the
importers (Applicants in the High Court) were chadgvith offences under the Anti-Counterfeit
Act for importing counterfeit bic biro pens. Theyowed to the High Court to seek for the
criminal charges in the subordinate court to beshed on the grounds that the goods were
destined for the Ugandan market, and Kenyan cdoas no jurisdiction over them. The
constitutional petition is still pending at the @&nof writing this paper. However, this case

highlights the challenges that enforcement orgaaos in the face of integrating economic zones.

There is therefore a misfit between regional anolregional economic integration initiatives
with national IP regime$® Economic integration has made trade, movemergooids and
people easier. The counterfeiters may take advandaghis to push their products across the
borders. The trading partners ought to make coedegtforts to protect Intellectual Property

Rights by all members of sub regional blocs so tbanterfeiters do not have space to operate.

The international community is becoming more vigiléo ensure that IPRs are protected. It is
increasingly being realized that the ability by ustties to use the available technologies has
made production better and cheaper, which has tedhigher economic growth and
development It would therefore be feasible to say that thesénologies need to be protected
so that their creators are incentivized to innovatge, apart from being recompensed for their

creativity.

On the political front, protection of IPRs is anlightion that is governed by trans-boundary
conventions, treaties and agreements, the TRIP=seagmt being a case in point. Failure to

safeguard IPRs could therefore lead to a stratherrelations between countries which produce

29 High Court of Kenya Miscellaneous 59 of 2013, fegdat the High Court of Kenya in Mombasa.

2108 Sjhanya ‘Intellectual Property Confronts Coufeiing in Africa (n 19) 347.

211 5 Sideri ‘GATT and the Theory of Intellectual Peoty’ in Multilateralism versus Regionalism: Trade Issues
after the Uruguay Roungn 90) 133.
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protected products, technologies and services enotie hand and those that import these

products etc but do not safeguard the IPRs.

For a developing country like Kenya, most of thehteology that runs the economy is imported.
Fake goods prevent a country’s economy from growamgl diversifying effectively. The

technology rich countries will be discouraged fromaesting in a country that is notorious for
failure to protect IPRs. The effect of this is reeld foreign direct investment, which makes it
hard for investors to transfer technologies thati@reate jobs for local citizens. This ends up

being costly to the economy’

The fact that protection of IPRs is as much a mpalcconcern as it is a cross border one
requires political will and co-operation betweervgmments. On the global scene, China has
been accused of condoning counterfeiting and tlyeteteatening the IPRs of multi-national
companies doing business in that couftfyand in the developing world where the counterfeits
are exported to. This problem has festered, anéethargy in countering it is mainly blamed on
protectionism of the government to counterfeitensl #Rs infringers on the basis that such

economy activity is helpful to the local (Chinesepnomy?*

Kenya is one of the countries to which these Clinesunterfeit products are exported to.
Professor Bankole Sodipo of the African IntellettBeoperty Group is quoted as saying that
African countries need to provide a united frordiagt China in the war against counterfeits. He

says as follows:

“A lot of counterfeits are from China, and are lgeassembled in African countries. Most African
states have warmed up to China in doing busindss.‘ffiendship’ means that African countries

cannot chide China for flooding African marketsiwibunterfeits '

2B sjhanya ‘Intellectual Property Confronts Coufgiing in Africa (n 19) 339.

23| an article appearing in the “Daily Nation” Neveper of 12.02.2013, titieé€rack on counterfeits to woo US

firms’, American ambassador to Kenya, Mr. Robert Goddalma following to say:

“we work with US businesses daily at the embassyraast of them would enter the Kenyan market if/thee sure

that their intellectual property would be protecéted

i;‘ DCK Chow 'Counterfeiting in the People's RepublicChina’' <SSRN: http://ssrn.com/abstract=236705>
Ibid.

%% Standard on Sunday, 13.04.20Céunterfeiters go hi-tech, threatening genuine hess$ pg.40.
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Whether the concern is regional or internationdltte countries concerned need to remain
vigilant and apply the laws that are available turger the problem of counterfeiting. These
laws should be reviewed from time to time to enshes they accord with the changing political

and economic scene, both local, regional and iatemnal.

On the global scene, counterfeiting as a tradelpnothas attracted the attention of the World
Trade Organization. The WTO decided to give geraphasis to IPRs, because violation of

these rights was viewed by the developed natiomstasrier to trade.

As a member of the WTO hence a signatory to thePERgreement, Kenya has a legal duty to
ensure that the IPRs of other members are protedthdh its territories. That has led to the
enactment of legislation to protect IPRs. In tealm of combating counterfeiting, the principal
legislation enacted is the Anti-Counterfeit Att,although the Trade Marks A&t and the

Copyright Act also have provisions and mechanismsdmbat trade in counterfeit goods.
However, insofar as it protects patents (as welindsistrial designs), trademarks (as well as
geographical indications) and copyrights, the Amtinterfeit Act is an all-encompassing

enactment that is meant to enforce the IPRs.

3.2 Counterfeiting as an economic/trade problem - &e study: Eveready East Africa
Limited

Counterfeit products, goods and services have ativegeffect on a country’s economy, on the
society and even on relations with other countridge losses to the economy are myriad and
multifaceted.

Counterfeit goods compete against the legitimabelyicts. Due to the fact that the counterfeiters
will not have expended a lot of resources in raseand development they are able to offer their
products and goods at lower prices. This rende¥ddgitimate traders uncompetitive and they

therefore struggle to stay in business. Being lentb continue running as a viable profitable

217 Anti-Counterfeit Act No. 13 of 2008.
8 Trade Marks Act Cap 406.
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business results in downsizing, and hence job $os3de Government losses revenue through
taxes that could have been collected and emplageesendered jobless which puts a strain on

the economy.

A case in point is that of Eveready East Africa lted. The company, which had a plant where
is manufactured dry cells, has been forced to diosen and turn the land where the factory was
situated into real estate. The Managing Directothef company has been quoted as saying that
the company was shut because 'the D-sized battatyst manufactured (at the plant) faced stiff
competition from cheap illegal imports, particujaifom the east® The economic implications

of this action on the country are the loss of remeby the government as well as the many

people who are rendered jobless.

On the other hand, loss of reputation to countex;f@specially with regards to end users who
may not be able to distinguish fakes from genuinedpcts leads to tarnishing of a firm’s
reputation, loss of market share which could evahtulead to companies ceasing to be
profitable and they may thus be forced to closerdti

The economic problems brought about by countenigitiught to be an eye opener for those who
belong to the school that thinks that some cousiter§ is beneficial to a growing economy like
Kenya's. Liberalization and free market economigadgally lead to strong IP regimes.
However, before this stage is arrived at, econoriflyswffer from some counterfeitint* In fact

it is posited that it is only as local industrie®wy and generate their own intellectual property,
that the adverse effects of counterfeiting aredielser home. This then leads to a realization that
there is need for protection resulting in intenskBbling for strengthening of structures. The

reason for this is the realization that protecodtPRs is beneficial.

For instance, in Kenya, there are few complaintethby manufactures due to counterfeiting of
imported technological goods and services, for gtanmobile telephones and others. The

219 <http://www.bloomberg.com/news/2014-09-29/evereadst-africa-to-shut-kenya-plant-in-strategy-motralh

[26 October 2014].
#20B sjhanya ‘Intellectual Property Confronts Coufgging in Africa (n 19) 338.
1 bid 336.
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likely reason for this would be that since thesedgare mostly manufactured outside of the
country and shipped in, the erosion of values es¢hbrands that arises from counterfeiting does

not primarily affect the Kenyan innovator and trade

However, there are complaints by Kenyan manufastab®ut counterfeit bottled drinking water,
counterfeit/substandard batteries (dry-cells), endnterfeit alcoholic drinks and beverages and
so on. These types of counterfeit goods generate audivity because they have a direct impact
that is felt by the local innovators, manufactur@nsl traders.

Counterfeiting of such locally made goods leada thirect loss of revenue for local companies;
jobs and livelihoods are jeopardized and a larget ph the society is affected. The
manufacturer's industry lobby (the Kenya Assocratitb Manufacturers) has been most vocal in
defending their members' rights with regards tontexdeiting.

The Anti — Counterfeit Agency Chief Executive h&eb quoted as saying that some companies
have almost had their market share eroded becduseuaterfeiting. The counterfeiters push
sales figures that almost rival those of the gemproducts. Traders in genuine products are
surprised when their sales drastically (and inegbliy) drop, only to realize that counterfeits

have eroded their market shafe.

The fact that a company that produces consumersy@wdi which has been operating in Kenya
for a long time has had to shut down its operatlmsause of stiff competition from substandard

products is a pointer to the magnitude of the mwblfaced by the IPRs enforcement agencies.

3.3 Counterfeiting as a health problem

Counterfeit products pose serious risks for thdthed unsuspecting users. This is in reference
mainly with regards to pharmaceutical products. Ewev, much as my intention is to restrict
myself to the pharmaceutical industry, the matfenealth encompasses wellness of body, mind
and spirit. Anything that interferes with this wedks is a health hazard. | shall therefore briefly
mention counterfeits other than pharmaceuticalspgbse a health hazard.

222 The Standard on Sunday, 13.04.20Ctunterfeiters go hi-tech, threatening genuineibessespg.40.
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3.3.1 Counterfeit Motor Vehicle Spare Parts and Ga€ylinders

These spare parts are made by unauthorized peonglara then embossed with logos so that
they pass off as parts from the genuine manufastdeztories. These spare parts, once fitted
onto motor vehicles, are prone to failure, leadiogaccidents. These accidents may lead to

debilitating injuries and deaths.

Further, there have been cases of counterfeit gsders that explode, leading to fires in
peoples’ homes leading to deaths and injuries dis .vavalk around some city estates reveals

posters warning people from buying gas from unaigbd outlets.

3.3.2 Counterfeit mobile telephones

It is on record that when the Communication Commis®f Kenya commenced the switch off
of mobile handsets, the rationale that was gives patly anchored in matters to do with health.
It was stated that counterfeit products, being stetéand uncertified for safety, posed a hazard
to health, mostly because they would emit highdiation than recommendétf

There were also fears that these handsets wergoofquality and therefore had short life spans.
This meant that they would have to be replacedchattsr intervals, hence posing a pollution
problem for the country.

The Kenya Industrial Research and Developmenttirtetihas recently raised an alarm over
hazardous electronic wastd. Research scientists at the institution found Herya does not
have an elaborate disposal mechanism for thisdypeste. The institute stated that

“this problem is growing in magnitude and many Kamy are not aware of the risks.
Inappropriate and unsafe management practicesedelat collection, handling, recycling and

disposal of end of life e-wastes are doing greantta people’s health®?®

223 http://www.cck.co.ke [26 August 2010].

224 The Standard Newspaper, 21.05.20Kénya has no elaborate e-waste disposal plan,stedeals’pg.28.
22 |pid.
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3.3.3 - Counterfeit pharmaceutical products - Cas&tudy: Zidolam-N tablets

Counterfeits are not subjected to the same strirggandards administered by the Kenya Bureau
of Standard€® as are the genuine products. This is more prevate the pharmaceutical
industry where counterfeit drugs have very serieffscts on people's health. These lead to
resistance to ailments and deaths. The fact tiwdt gatients have had to pay more for a stronger
dose to contain the disease means that the cogtiiic health care goes up, leading to a

negative impact on the economy.

The most recent case of counterfeit medicine segpto Kenya is that of Lamivudine,
Zinovudine and Nevirapine (Zidolam-N) tablets. IrepE&mber 2011, the World Health
Organization confirmed that falsified samples @& #mtiretroviral drug known by the trade name
Zidolam-N was circulating in Keny&’ The manufacturer of the drug has reported thatnasc
none of the batch numbers of the drug that wasronlation had been released from its factory

for the Kenyan Market, the drugs had been repaseokeing widely in circulation.

The World Health Organization asked the Pharmaay Rwisons Board® to confiscate all the
falsified drugs and they were withdrawn from therke& and submitted for testing by the

National Drug Quality and Control Laboratory.

The definition of counterfeiting of medicine as idefl under the Anti-Counterfeit Act is more
concerned with 'deliberate and fraudulent mislalgelwith respect to identity and source'
whether or not the ingredients are corfé&in our law, as long as the manufacturer confirmed
that the drugs were falsified, they were counte&sfekven if investigations would eventually
show that the ingredients were correct. A strichstnuction of the relevant section would

suggest that even parallel imports are deemed edartt

226 Established under section 3 of the Standards 96t 4

227 http://apps.who.int/prequal/info_press/documerstsified_ZidolamN_23September2011.pdf [260ctobed201
228 Established under the Pharmacy and Poisons Ac2&4p

2293 2(d) of the Anti-Counterfeit Act No. 13 of 2008.
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In this case, it was found that the medicines, ghoemanating from the mother factory, had
been repackaged and relabeled. The motivationhisrdonduct was so that these medicines,

which were donations, could be diverted to the cenuial markets and sold for profft’

The government, through, the Pharmacy and PoisaasdBand the Kenya Medical Supplies
Agency, is vigilant to ensure that the medical diggpchannels are closely monitored and
controlled. The reason for this is that like mattey do with security, health matters are quite
sensitive and a proliferation of counterfeits woblae disastrous results. The stake holders in
the industry especially professional bodies like Bharmaceutical Society of Kenya, the Kenya
Medical Association are also vigilant to ensuret e source of drugs in the market is not

guestionable, as that would hinder their profesdiarork.

In the case of Zidolam-N, quick action by the Wddedalth Organization in conjunction with the
government agencies ensured that the sampled wapped up from the market and the public

was notified?>!

3.4 Counterfeiting as a security concern — Case Sty: mobile telephone handsets

In Kenya, the telecommunications sector offers sangle where the effects of purchasing

counterfeit goods are multiple and have been fglth® industry regulator, by the industry

players and by the users of the affected countegteds and technologies. The concerns of the
CCK with regards to the counterfeit handsets weghtty different from the usual IPRs issues

that would be the concern of an IP law§&These were mainly with regards to safety (the risk
that these phones would emit higher than permissibtiation); quality (the phones were

substandard and had a short life span); secutiy hones had duplicated identifier, which

made them untraceable if used for criminal act)yigounterfeiters cheat the government of

revenue and that they compromised the quality mices on the networks.

Counterfeiting is, in a sense, reaction to enfomenof IPRs by the country’s legal regime.

Products that are protected by IPRs are in mostnoss not as cheap as counterfeits, because

230 hitp:/lwww.who.int/hiviamds/kenya_oct2011.pdf [26.2014].
21 pid.
232 http:/mvww.cck.go.ke/counterfeitcampaidh2 March 2014].
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there is a premium placed on innovation. The faat tesearch and development has gone into
the production of these products means that theyfgood quality, and therefore are accepted
widely by end users. In markets where IPRs arereatb through the application of laws,
counterfeiting is encountered at different scaldsese varying scales are based on the ease with
which the counterfeit is made. Counterfeitersiarthe trade for a quick profit, and will not be
interested in counterfeiting products that are espe to produce. Counterfeiting therefore leads

to deterioration in the standard of goods.

The case of mobile telephones captures this sa@eaeacurately. Telephones are consumer goods
on high demand, hence are a prime target for pagbte make counterfeits. This is especially

the case in the developing countries because aiusareasons.

The economies in these countries are not well dgeel hence the people have low purchasing
power. As a result, they will be on the lookout &treap merchandise. In most instances, cheap

technological goods (comparative to similar goodhe same market) are usually counterfeit.

Further, the enforcement mechanisms in the devadopountries are hampered by constrained
resources. The laws may be in place, as are thieutiens, but the finances to ensure that the
market is policed and counterfeits eradicated mshort supply. An example in Kenya is the fact
that the KECOBO has 11 inspectdfdo police the whole country.

The people purchasing these goods may be ign@adtunknowingly get duped into purchasing

counterfeit products.

The problem of counterfeit mobile handsets accgdsia telecommunication networks in Kenya
dates back to the year 2012 when the CCK decidedder the network operators to switch off
counterfeit telephone handsét$ According to the CCK, these handsets are copigsopfilar

brands and models made from sub-standard matetdalsally, they will not have undergone

2333 39 Copyright Act.
24\ www.cck.go.ke/counterfeit-campaidih7 December 2012]
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testing and certification for safety, and will afthave been made from sub-standard components

by parties that are not the genuine brand owners.

One of the reasons for the order to switch off ¢hesunterfeits was because
“in some instances, counterfeit handsets come daitilicated IMEI, which makes it difficult for

law enforcement agencies to track down criminalsowise mobile handsets to commit

crimes.?®

The action by the communications industry regulatoows how effective it is for the various
government agencies to take action whose net effectd be eradication of counterfeit products

to a large extent.

However, this only works in controlled commoditigkere the government feels there is a threat
to security, for example. If criminals use coundérphones whose particulars cannot be captured
by law enforcement agencies, the government isretju@#o blame. That is why in such a
scenario, a government agency such as the CA wealdcompelled to take action. In instances
where private business people are the ones thatlearunt of counterfeits, through erosion of
brands and of profits, the government may not bguask to swing into action. This then leaves

the industry lobbyists to engage government agsnith a view to having action taken.

3.5 The strategies that have been employed to contlmmunterfeit goods
3.5.1 The US and the EU

In the United States of America, (the U.S.) the egament has prioritized the war against
counterfeits. Counterfeit trade is treated as sshoas drug trafficking, because they are used to
fund organized crime. The United States Governnmast set up the U.S Customs & Border
Protection, a security agency that is charged piitliecting the integrity of the country’s borders
and ports of entrf*® To minimize the likelihood of counterfeit goodsirg imported into the
United States from China, for example, the agercgives a manifest describing the contents of

each of the of the containers onboard any shipreeatoarrives at the country’s shores. The

23 bid.
23 http://www.cbp.gov/about/history [20 July 2014].
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officers then scrutinize the container freight cogninto the U.S. to make sure its contents are as

per the documents.

Therefore, long before the cargo ship arrives sn s, the border protection officers will have
gone through the shipping records, looking for himg that seems amiss and cross referencing
the import manifests against familiar crime patséti This is an effective mechanism against
importation of counterfeit goods into the country.

In the European Union (the EU), members adopt eigui$®® that contain conditions and
procedures for action by the customs authoritieerwthey detect goods suspected of infringing
an intellectual property right that enters the EXd prevent the importation or transit of
infringing goods, regulation number 15 empowerstams officials to suspend the release of
such goods, or even detain such goods. This sugpemisdetention will enable an IPR holder to

apply for a determination on whether indeed hibtritas been infringed.

Kenya and the East African region may learn froes#hjurisdictions on how to reduce the rate

at which counterfeit products access these markets.

3.5.2 Collaboration among stake holders in the fighagainst counterfeits:

How Nigeria has done it

In my view, our legal framework for IPRs protectio far superior to that of the Federal
Republic of Nigeria. However, the archaic legalnfeavork has not prevented Nigeria's film
industry, for instance, from being ranked third lglly behind that of the United States of
America and Indi&**

Z7APD, US Customs Battle Counterfeit Goods Marké&uti-Billion Dollar Industry More Lucrative Than igs,
accessed athttp://abcnews.go.com/US/lapd-us-customs-battlerarieit-goods-market-
multi/story?id=20639145 [3September 2014].

#3%Regulation (EU) No 608/2013, of the European Pamdiat and of the Council of 12 June 2013, concerning
customs enforcement of intellectual property rigfiBegulation 608/2013") is the one in force cutignhaving
repealed Council Regulation (EC) 1383/2003.

239 http/:www.covafrica.com/2014/04/nollywood-intelteal-property-and-nigeria‘s-new-gdp [250ctober2014]
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The legal framework consists of the Trade Marks @&fcl 965, the Design and Patents Act of
1970 and the Nigerian Copyright Act of 1988 (as adegl in 1999). Nigeria is also signatory to
the Berne Convention, Paris Convention, TRIPS, WIROpyright Treaty and Patent

Cooperation Treat§/*°

However, the ratification of these treaties with@mendment of the law to conform is not
helpful. This is because unlike the situation imi&@, where a treaty, once ratified, forms part of
the law of Keny&™ in Nigeria, section 12 of the Federal Constitutisrihe Republic of Nigeria

provides that "No treaty between the federatiahamy other country shall have the force of law

except to the extent to which such treaty has leeested into law by the national assembf{."

The Nigerian Trade Marks Act of 1965 is fashion&shg the lines of the English Trade Marks
Act of 1938. It is therefore so old and out of touwith the current trends, and therefore
deficient. For instance, it does not have provisidor registration of service marks. This has
made it necessary for the government to make aouéixe decision to register service marks

regardless of a lack of enabling legal provisioHis.

Regardless of the inadequate legal framework, tdleesholders have come together and formed
a body called Anti-Counterfeiting, Nigeria (ACC,d¢ria). According to its website, the ACC,
Nigeria is a non-political, non-governmental, naofgt making coalition which was conceived
in October 2006 with the aim of bringing brand owaeenforcement agencies and other
interested parties together to form an effectippdsition party' against counterfeiters, infringers
and pirates in Nigeri&* These other stakeholders include law firms that iaterested in
intellectual property matters as well as represemts from the manufacturing sector.

240y Nwokochalssues in the administration and adjudication aellectual Property
<http://www.aca.go.ke/index.php?option=com_docmasktaloc_download&gid=73&Itemid=533[26 October
2014].

241 Art 2(6) Constitution of Kenya.

242 hitp:/lwww.mondag.com/x/82368/Trademark/IntelledtBroperty-A-Tool-For-Economic-Growth-In-Nigeria
[26 October 2014].

“bid.

244 http://www.anticounterfeiting.com.ng/site/ [26 ©ber 2014].
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The role that ACC, Nigeria plays is to educate d¢ltizens on the dangers posed by counterfeit
products. For instance, they usually have seried documentaries running on television
showing the negative effects of counterfeiting. A&C, Nigeria has been running a television
series called 'Light Fingers' whose aim is to digsate information on the ills and negative
effects of counterfeiting, piracy and infringemaittrademarks and brands, and to ensure the

quality assurance of products at the market pléce.

Kenya could learn a valuable lesson from the wayeNa has gone about this aspect of public
education. | believe that a collaboration betwdsn ACA, KAM, brand owners, professional
bodies like the Kenya Medical Association wouldthiéy came together, really bolster the fight
against counterfeits. The ACA alone, or the KAMm@omay not register the same kind of
success if the engage in the fight separately.

The ACC, Nigeria is also involved in lobbying thattorities to facilitate the reform of the laws,

which are still lagging behind.

243 http://www.mondag.com/x/102586/Trademark/ Antictufeiting-Collaboration-Nigeria [260ctober2014].
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CHAPTER FOUR

4.0 Analyses, proposed amendments and reforms andrclusion

It is quite evident that Kenya has a good legal iastitutional infrastructure for fighting trade in
counterfeit goods. However, this infrastructure dsnimproved upon. | have noted various
deficiencies in the Anti-Counterfeit Act and in thieade Marks Act that could be cured to a

considerable extent through amendment.

As regards the Standards Act, my finding is thaisitnecessary to have the scope of this
legislation expanded so that it caters for IPRgxbon.

| have dealt with the individual statutes and thggestions more expansively in the next pages.

4.1 The Anti-Counterfeit Act

This is the principle legislation intended to figlwtunterfeiting and trade in counterfeit goods and

services. It is a relatively recent legislationying been enacted in the year 2008. It has set up
various organs to ensure that its objects arezezhliHowever there are counterfeit goods still

accessible in the market. This suggests that meeglsnto be done, be it through legal and

institutional reform, or strengthening the avai@bdtructures to enable the enforcement

mechanisms be more effective.

4.1.1 Section 33 of the Anti-Counterfeit Act
This section is couched is restrictive terms. Ttiece of this section is to define a complainant
with regards to IPRs infringement as “any holderlPR, his successor in title, licensee or

agent”.
This provision effectively of is to lock out thergen who, in effect, bears the brunt of the
counterfeit product. The consumer and the agergiesv the product is counterfeit, but their

hands are tied by the law.

The fact that there could be an overt breach efallright and yet the person or persons injured

lack recourse points to a weakness in the legalrestdutional framework.
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While this may not necessarily be a problem wittpares to non — technological IPR protected

goods whose manufacturers are local, it does pgseldem for electronic and electrical goods.

The case becomes dire where the electronic go@lmanufactured by companies that do not
have a substantial presence in the local markes. Wholesalers and retailers who stock the
goods are able to tell the difference between genmierchandise and counterfeit. The fact that
they quietly pass counterfeit goods along the cbasupply shows that they are complicit in the

trade.

Though Nokia, Samsung and LG have a presence inloited market, most of these are
distributorships and dealerships. Their main datjoi ensure their products move in the market
as well as offering after-sales service to thestamers. There is no visible framework to police
the market and ensure that their IPRS are not baifngged. Awareness campaigns attempting
to sensitize the public on the features to looksimas not to buy counterfeit products are scarce;

this is a failure on the part of the IPRs owners.

When there is no complainant, the Agency is unabltake a step on its own. There may be
policing and IPRs enforcement structures but tlogsdnot help in this particular instance
because the person recognized by the law as camaplais either not available or is available
but not willing to take action.

IPRS can only be enforced and protected effectiveilyh the cooperation between the IPR
owners and the users of the technologies and gibatisare IPR protected on the one hand and
the government enforcement institutions on the rotlhee owners of the IPRS have a duty,
which they owe to themselves, to protect their wéndm infringement, because any other
scenario would lead to them incurring losses amit ihnovation being eroded. Hence they are

duty-bound to be vigilant to ensure that infringetnis detected and stopped.

The users of these technologies on the other haghtdo ensure that they are on the lookout so

that they do not unwittingly buy counterfeit good$ey, just as the innovators, are major losers
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in the event that they end up buying counterfetdgo Counterfeit goods give scant value for

money and are a hazard to the consumers and entii®nment*®

The state on the other hand has a constitutiorchlegal duty to set up institutions and laws to
ensure that private property is safeguardédn this regard, private property includes the IPRs
of innovators, be they local or foreigff The state also has a duty to ensure that the mpleee

is clean, i.e. there are minimal counterfeit goatsthat the citizens do not lose the resources
expended on purchasing goods that turn out to betedeit and therefore not fit for the purpose
of which they are meant. Under the law curreftfyit is feasible to sustain an action against the
state where a consumer is injured or suffers Idamjage or injury as a result of purchasing
goods that are unfit. This is more so where thegereliction of the obligation, on the part of the

state agencies, to ensure that harmful goods ahdaégies are not offered to consumers.

The bill of rights under chapter 4 of the Considntof Kenya provides under Article 46 that
consumers have the right to goods and servicesasionable quality, to information to enable
them differentiate goods and services and to ptioteof health, safety and economic interests

as well as to compensation for loss or injury biduapout by defects in goods.

Therefore, this suggests that consumers or end a$groducts should be able to complain to
the Anti-Counterfeit Agency in the event that thpyrchase products that turn out to be

counterfeit. This would entail an amendment of Amé-Counterfeit Act at section 33.

The Anti-Counterfeit Act should specifically proeidhat an inspector may act on the complaint
of a consumer or a purchaser of goods who has ne@sbelieve that the goods sold to him
breach IPRs.

246 The Standard Newspaper, 21.05.20Kénya has no elaborate e-waste disposal plan,jstegeals’(n 93)

247 Art 40 of the Constitution of Kenya.

28 Thjs is the case by virtue of obligations to aligenternational treaties and agreements. Thasniplified at Art
2(6) of the Constitution of Kenya 2010.

249 Art 46 of the Constitution of Kenya.
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4.2. The Trade Marks Act

As has been seen in this study, most of the disghtd find their way to court in Kenya usually
concern infringement of trade marks and passing ®fie Trade Marks Act has been
instrumental in guarding IPRs owners and tradeasnatjinfringement of their rights.

On the other hand, the courts have not shied aveay &pplying the Trade Marks Act as well as
the common laws principles of passing off to safard against passing off and unfair
trade practices. Plaintiffs who have proved thaseas on a balance of probabilities have

been granted injunctiondnton Pillerorders and even damages, as the case may be.

Intellectual Property is a specialized form of prdp rights. However, it appears as though this
genre of property rights has not been taken asis#yi as it merits. For example, whereas real
property has been given its independent diviéidmtellectual property disputes are handled in
the commercial division of the High Court. Therefothere are no specialist judges to handle IP
matters, which leads to some of the matters beamgllled in a manner that does not do justice to
the parties before the court. This may erode th@igs confidence in the ability of the judiciary

to arbitrate well in disputes concerning IP.

Going back to the Trade Marks Act, | noted two wesdses that need to be remedied for this

law to work properly in favour of IPRs owners andrd owners.

4.2.1 Sections 58D and 58F of the Trade Marks Act

Section 58 D of the Trade Marks Act prescribesdbgons and omissions that are prohibited
under the Act, and which would attract criminal &mns. The following actions are prohibited:

Forgery of trademarks and actions closely allietbtgery, making or importation of implements

that may be used to apply a registered trademagkads, and acts allied to that.

Goods to which such forged trademarks are appliddoe/ counterfeit goods. These are goods
that fetch the counterfeiters large profits at élpense of owners of IPRs as well as purchasers

of counterfeit goods.

20 Art 162(2) b Constitution of Kenya 2010.
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However, the punishment for the offences is quetednt. Section 58E prescribes that a person
found guilty of these offences shall beble to a fine not exceeding two hundred thousand
shillings or to imprisonment for a term not exceedfive years or to bothNo distinction is

made between a first time offender and a habitffahder.

The legislature should evaluate the benefit thabféender is likely to get from these acts, and
adjust the punishment accordingly. For example, Awi-Counterfeit Act provides for
penaltie$® based on the value of the counterfeit goods. % @iffender will be jailed for at least
5 years or be liable to a fine three times the evabdi counterfeit goods. Any subsequent
conviction will fetch a jail term of at least 15ars or be liable to a fine five times the value of

counterfeit goods.

For punishment to be sufficiently deterrent, it @idofit the crime. The punishment prescribed
under the Trade Marks Act should be enhanced tectethe economic realities with regards to
counterfeiting. A fine pegged at a flat figure a$h€.200,000.00 is too lenient.

4.2.2 Section 58H of the Trade Marks Act
Section 58H deals with forfeiture of any goods liyue of which the offence was committed.
The section provides that the goods may be foddiehe government, unless the owner thereof

or some other person interested in the goods shause why they should not be forfeited.

These are counterfeit goods, as well as implemestd to forge trademarks and make
counterfeit goods. It is in the interests of IPR#ers that these good and implements not be
forfeited to the government, or worse still be givieack to the offenders. There should be a
provision that these goods be stored in a particplace, and upon conclusion of the

proceedings, the goods be destroyed.

%15 35 the Anti-Counterfeit Act.
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Counterfeit goods are easy to dispose of in thalusiiannels of commerce, and hence they
should be handled carefully lest they find theiyveack into the market. This eventuality would

negate the work done in ensuring that counterf®idg are snared in the first place.

4.3. The Standards Act

The Standards Act has a very extensive framewodnsure that its objects are achieved. These
objects, as has been noted, are mainly geared devaandardization of the specification of
commodities. IPRs serve various purposes, the pyimae being protection of innovators. As
has been seen, IPRs also serve as a means of @salitrance. Therefore, there is a convergence

of functions between the two statutes.

However, the Standards Act is not enabled to tac&lenterfeiting. One does not see among its
function any mention of IPRs. The occasional refeeeof counterfeit telephones to the Bureau
by the police was informed not so much by the éewirprotect IPRs, but by the fact that the
telephone complained of was substandard. The tiesinature of the process that was followed
to reach a semblance of a solution shows that thex@isconnect between standardization of the

specification of commodities on the one hand, &edprotection of IPRs on the other hand.

One way to get around this problem would be simiplyest in the bureau a mandate to consider
breach of IPRs in the course of inspecting commexlito ascertain whether the standards and
specifications set are adhered to. This would Emtdacilitative provision being inserted at

section 4 of the Standards Act.

This way, the Bureau would act in conjunction vitie ACA in the fight against counterfeiting.

4.4 Conclusion

All the players have a role to play in order towesthat counterfeiting is effectively fought. The
most important player is the state, as the custodfathe enforcement mechanisms. The state
ought to make adopt policies and make laws thatcareducive for innovative activity to

blossom.
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In this regard, Kenya has not performed badly, thare is room for improvement on the
available infrastructure, as has been outlinetiénproposals in this chapter. There is no shortage
of laws and institutions to fight counterfeits. Hawer, in some instances, the laws need to be
amended to conform to prevailing circumstancestiher cases, the funding of the agencies that
are created under the law is inadequate. The résuliat there is insufficient manpower to

enforce these laws.

The other critical player is the owner of the IPB innovator or, in the case of trademarks, the
trader. These are the players that bear the bruntfingement. They are affected directly;
hence they have the most to lose in the eventflohgement of their IPRs. These players should
take steps to ensure that the end users are aWtre characteristics of their products, to avoid
confusion. As has been seen, in some instanceglepporchase counterfeit goods unknowingly.
If there are awareness campaigns and advertisertesensitize the end users of what to look
out for to avoid being duped, then the war on cereits will be won. Leaving public education
to the ACA alone is ineffective because this bemgublic institution, may have financial
limitations. This may render the ACA unable to eatecthe public on all the IPRs likely to be

infringed through counterfeiting.

Finally, the end users ought to be vigilant. Thepudd do three thingS* Firstly they should
avoid buying goods that are offered at lower prittemn would ordinarily be case. In most
instances, cheap goods are fake goods. Seconddy, should take steps to know the
characteristics of the genuine product that theshvio buy. If the products are packed in cheap
looking packaging, have typographical errors dtentthey mostly likely are fake. Thirdly, they
need to avoid purchasing trademarked goods onttéets or in suspicious places. They should
as much as possible deal with the official deaterestablished merchants with regards to the

particular goods.

%2 hitp://www.iacc.org/counterfeiting-statistics.htfril1 September 2014].
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